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Patent Enforcement, International Arrangements & Other Miscellaneous
Provisions
Fees
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142, Fees.-(1) There shall be paid in respect of the grant of patents and
applications therefor, and in respect of other matters in relation to the grant
of patents under this Act, such fees as may be prescribed by the Central
Government

(2) Where a fee is payable in respect of the doing of an act by the Controller,
the Controller shall not do that act until the fee has been paid

411[(3) Where a fec is payable in respect of the filing of a document at the
patent office, the fee shall be paid along with the document or within the
prescribed time and the document shall be deemed not to have been filed at
the office if the fee has not been paid within such time.]

year from such
10 The words, “whether made before o afier the commencement of this Act,” omitted by Act 38 0f 2002, S. 60
(w.e.l20.052003)

21 Substituted by Act 38 0f 2002, S. 61, for sub-S. (3) (w.e. 20.05.2003). Prior to its substitution sub-S. (3) read as
under:- *(3) Where a foe is pay tof the filing of a document at the patent office, the document shall be
deemed not to have been filed at the office until the foe has been paid ™

We had seeing that for almost many of the things that you need to do before the patent
office, there is a prescribed fee. And we had seen that in the act you we saw various
phrases like as may be prescribed or the prescribed fees and the details of those fees, we

had already mentioned that you would find the details in the rules.

Section 142 tells us that there shall be paid in respect of grant of patents and application
in respect of other matters, such fees as may be prescribed by the central government.
So, the fee that has to be paid the official fee will be prescribed by the central
government, and if fee is payable in respective doing of an act by the controller, the
controller shall not do that act until the fee has been paid. So, unless the official fee is

paid the patent office will not look into the matter.

And 3 tells us that where a fees is payable in respect of filing of a document, the fee shall

be paid along with the document and within the prescribed time and the documents shall



deem not to have been filed at the patent office if the fee has not been paid. So, the
controller the office will not do certain things if the fee is not paid if they are required to
do certain things, they will not take the document on record unless the fee that is required

to be paid along with the document.

(Refer Slide Time: 01:43)

A A R RE N nhe ADMCE MDY AADBCA AGHDG ARGl ASBbGHS Abcet ABBBCO AADRCH 0 Ml Aathceo AaCel | 'F

(4) Where a principal patent is granted later than two years from the date of
filing of “[the application], the fees which have hecome due in the
meantime may be paid within a term of three months from the date of the
recording of the patent in the register “M[or within the extended period not
later than nine months from the date of recording |

TH[143. Restrictions upon publication of specification.-Subject to the
provisions of Chapter VII, an application for a patent, and any specification
filed i pursuance thereof, shall not, except with the consent of the applicant,
be published by the Controller before the expiration of the period preseribed
under sub-section (1) of section 11A or before the same is open to public
inspection in pursuance of sub-section (3) of section 11A or section 43 |

144, Reports of Examiners to be confidential.-The reports of examiners to
the Controller under this Act shall not be open to public inspection or be
published by the Controller, and such reports shall not be liable to
production or inspection in any legal proceeding unless the court certifies
that the production or inspection is desirable in the interests of justice, and
ought to be allowed
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31145, Publication of official journal.-The Controller shall publish
periodically an official journal which shall contamn such information as may
be requi published by or under the provisions of this Act or any rule
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Now, 4 talks about a case where a principal patent is granted later than 2 years from the
date of filing, the fee which have become due in the meantime maybe paid with an atom
of 3 months, from the date of recording and the period of register or within the period

extended not later than 9 months from the date of recording.

Now, this is a peculiar provision because when you file a patent application, you do not
know whether the patent will get granted that all. There are many instances where a
patent is file, the patent office may reject it or the patent is file and you decide down the
line that there is no need to even file a request for a publication, and after 18months
period when it gets published, the person who files a patent losses interest in that

technology and he may not even file a request for examination.

So, it may get abandoned or it may get abandoned due to certain procedural access an s ¢
r s filed, a reply is not given within the stipulated time. So, there are many conditions
which could come into play for an application not materializing into a grant. So, the fee
is payable or becomes payable, the renewal fee become payable only at the point of

grant, but the life of a patent start from the date of filing the application.



So, there is an anomaly between the day on which the life of a patent starts, and the day
on which the fee can be collected on a granted patent. So, the fee is always connected
after the grant, but will cover the years that have president in the process of grant. So,
now, when you read 4 you will find that, were a principal patent is granted later than 2
years from the date of filing. After 2 years of filing the fee which have become due in the
meantime, maybe paid with a term of 3 months from the date of recording the patent is
the register which means three months from the date of grant, you have to pay the fee
that becomes due. So, you actually go back in time. So, if the patent is the prosecution of
patent goes on for say 5 years or 7 years, then you will have to go back in time and pay
the fee for from the date of the application because the patent right is for 20 years from

the date of application.

So, this provision you can take some instances, you can look at a granted patent in the
patent office go to the information on the granted patent, you can actually see the table
on which the fees have been paid. For every application the patent office has a table
showing when the fee has been paid and when it is due. So, you will find the first
payment or comes after the grand, but it also covers the time period before the grant

when the patent was not prosecution.

So, 4 actually describes a case where the patent office can collect fees after the grand, but
pertaining to years that were before the grand. The time between or let us put it this way
the time between the date of filing of application and date of grant, the patent office has

the right to collect the feast even for that period.

As 1 explained this is being done because the number of applications filed and the
number of grants are very different, not every application file materialises into a grant.
So, that is why the system structure not only in India even a broad, based on paying the

back fees after a patent is granted.
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[#*[TIIE FIRST SCHIEDULE
(Sce Rule 7)
Table 1 - FEES PAYARLE

r
Startyy
andor small

Multiple of
100in

Now, fee is decided or stipulated in schedule one of the patent rules. Now you can see
there are at least 2 broad categories of fees, there is e filing fee which is cheaper we can
see that and there is a physical filing fee. Now there is a tremendous focus on e filing.
So, e filing is the most preferred way and probably to incentivize e filing there is a small

difference in the fee for e-filing. So, these are the two broad categories.

So, if you do e filing you follow a particular fee structure, and if you do a physical filing
you follow a different fee structure. Now there are three categories under each of these
two broad types. In e filing there are three categories three different fee structures and
same for physical file. Now from e filing you could either be a natural person or a

startup; then your fee is going to be in a particular level or that is first category.

The second category you could be a small entity along with the natural person on startup.
So, if you are a small entity, small entity is defined or you are a small entity acting with
natural person or a startup you have a the second layer or the second type of fees, then
the third type of fee accrues on a person who does not fall into the first to category is not
an natural person or a startup or small entity, then all body corporate companies
organisations fall into this category. So, these are the three categories of fee and the same
t categories carry on even for physical filing. So, totally you have 6 categories of fees for

anything that you could do before the party office.



Now, the form numbers are given. So, you can look at the form, form 1 if you are a
natural person doing e filing 1600 is the fee that you have to pay, and for small entity its
higher and for any entity other than a small entity and natural person it is even higher

similarly for physical filing.
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I-_‘ '»m hh«lll.mh —
o K e B

A
ANDBC ADRCEL AaDCcl AaDBC AAHDG | ADRCl | AsbGe0 AsBoCcl AaBbCel MBRCAL Aahicy faubict Aatbcd Aoibeed AadbCil | A P

Tomwe msomg) Wamgt Nomys neosops | v | ey S e el Natmgd worin b wonct Owie

g
| s
Lty

o
—

DLexcanrus

() for cach page of (i) 160 (1) 100 () 300 | Notallowed | Notallowed | Notallowed
soquence  listng  of Subjectton | Subjctton [ subject to 8
nucleotides  and/ or Maxinumof | Maximumof | maximum of
amine acid sequences 21000 0000 120000
uader sub-rule (4) of
nle(9)

3 On fling o statement
and undertaking under
setion o|
T ) On requet for | 4 0 1300 0 0 1300 3600
extension of e under
sections $32) and
192, s 13(6),
SO(IA) and 130138
(per months)

W) on et for [ 100 2200 00
extension of fime under
suberle ($) of ule 241
(per months),

i) On requet for
extension of e under
suberule (11) of e
4C (per morith)

s On filing a declaration
as toventorship under
Sub-1ule (6)ofrule 13
o On spplicationfor | - 00 2000 1000 [ i) [

Nofee Nofee Nofee Nofee Nofe [ Nofe

-

E
E

10000 100 500 11000

E
E

z
7
7
|

Nofee Nofee No fie Nofee

{ postdting P e e
A On application for | - £00 2000 4000 £80 2200 4400
deleion of  telerence |
e 103 ||

Now you have various entries here on different things and you could either go by search

of the forms or you could go by the details at a given here.
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‘amendment of patent g

16 On application for 2100 6000 12000 2650 6600 15200
durections under section

SIorsie
I “On equest for grantora | 1
patent under sections
2601 a1 $202),
s On  teqet  for | - 20 5000 12000 5 5600 320
converting, a patent of
additon  toan
independent  patent
under section $5(1).
) Tor renewal of  palenl
under secton $3+
[0} Befors the expiration of | - 500 2000 1000 80 10 1400
the 2 yoar from the
date of pateat n respect
of 3¢ year, | e = B
() Before the expiation of | - 0 2000 1000 [0 20 1400
the 3 year i respect of
the 1# year,
[0} Telore the expiraion of | - 00 2000 1000 80 200 150
the 46 yest i respect of
e $ yea;
™ Tielore he expiration of | - 00 000 4000 0 00 00
the §& year in respect of
he 4 year
() Before the expiaation of | - 200 00 12000 2680 6600 15200
the 6% year in respect of
thotyur,_
) Before the expiration of | - 2100 6000 12000 2680 6600 15200
the 7# year in respectof
the 8 year.

2400 6000 12000 2650 6600 13200




And you find all the renewal fees in entry 19, you will find the renewal fees when it

becomes payable before the expiration of the second year from the date of the patent in

respect of the third year. So, and you will find various other instances where the fees

have to be paid.
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"“[Table I - FEES REFUNDABLE

On what account fee refundable Refund of [ees

Refund of fees under sub-rule (4A) of rule 7, | 90% of fee paid for request for examination
or request for expedited examination™ ]

Now, table two talks about the refund of fees. So, that the resend is can happen only in

one case, where the matter has not been taken up for examination the patent office has

not filed first examination report in such cases you can have a refund.

Now, apart from the first schedule, we also have the fifth schedule which deals with fees.

Now the fifth schedule deals with fees pertaining to certain international arrangements.



(Refer Slide Time: 09:06)

URE DT M D MaDICO ADRCC A | ADRCCL| ACHD AsBoCr ANBBCEl ADRCEL MUl el AoOe0 Aadbeed DIl ’A :;:m

T L B R e R R o cod Py
Lt

il regulations i cither alone or
under the Jointly with
Treaty Natural Person
() (¢} 0 ) 6)
(InRupees) | (In Rupees)
1. | Search fee Rule 16.1(a) 2,500 10,000
2. Additional fee underrule 19B(5) Rule 402 2,500 i
3. | Protest fee under rules 19B(5) and 19J(5) | Rules 40.2(¢) 1,000 4,000
and 68.3(e)
* Preliminary cxamination fee Rule S81 | 3,000 12,000

Additional free under rule 19J(5) Rule 68 3 3,000 12,000

6. | Preliminary examination fee, if the 2,500 10,000
International Search Report was prepared
by the Indian International Searching
Authority
7. | Additional fee under rule 19J(5), if the 2,500 10,000
international Search Reportwas prepared
by the Indian International Searching
Authority

8. | Iandling fee to be paid to the IB Rule §7 As specified n the Schedule of
fee annexed to the regulations

So, this is different from the schedule, but this pertains only to international arrangement

under rule 19.



