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granted in pursuance thereof.

CIIAPTER XXITT

MISCELLANEOUS
140. Avoidance of certain restrictive conditions.-(1) It shall not be lawful
to mnsert -
(1) n any contract for or in relation to the sale or lease of a patented article or
an article made by a patented process; or
(i) in a licenee to manufacture or use a patented article; or
(111) 1n a licence to work any process protected by a patent, a condition the
effeet of which may be -
(a). to require the purchaser, lessee, or licensee to acquire from the vendor,
lessor, or licensor, or his nominees, or to prohibit from acquiring or to
restrictin any manner or (o any extent his right to acquire (rom any person or

to prohibithim from acquiring except from the vendor, lessor, or licensor or
his nominces, any article other than the patented article or an article other

than that made by the patented process; or é&“{ﬁ
(b). to prohibit the purchaser, lessce or licensee from using, or o restrict in § ‘é
any manner or to any extent the right of the purchaser, lessee or licensee, to i\ §
use an article other than the patented article or an article other than that made e
by the patented process, which is not supplied by the vendor, lessor or NPTEL °

e 5 Fua

The patents act has certain miscellaneous provisions miscellaneous provisions are
provisions that do not fit into any of the earlier chapters. So, they had to be collected in a

separate chapter. So, you will find sap chapter 23 which deals miscellaneous provisions.

There are there are a wide variety of things that are collected under the chapter, we will
quickly take you through the gist of these provision so that you know what these
provisions are. But they do not require a separate treatment in the sense that they are not
part of the prosecution process, they are not things that normally happened during the
prosecution process. Even if they are they are of a supplemental nature that is the reason

they figure in a separate chapter under the heading miscellaneous.

Now, section 140 deals with avoidance of certain restrictive conditions. Now when you

enter into a contract pertaining to a patent, you cannot have certain restrictive conditions



and some of the especially in a licence not so much in 1 s sale or lease because sale can

be a conclusive sale of your rights, but we see this occur in cases of patent licensing.
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(i) in any contract for or in relation to the sale or lease of'a patented article or
an artcle made by a patented process, or

(11) i a licence to manufacture or use a patented article; or

(i) in a licence to work any process protected by a patent, a condition the
effect of which may be -

(a). to require the purchaser, lessee, or licensee to acquire from the vendor,
lessor, or licensor, or his nominees, or to prohibit from acquiring or to
restrict in any manner or o any extent his right to acquire from any person or
1o prohibithim from acquiring except from the vendor, lessor, or licensor or
his nominees, any article other than the patented article or an article other
than that made by the patented process; or

(b). to prohibit the purchaser, lessee or licensee from using, or to restrict in
any manner or o any extent the right of the purchaser, lessee or licensee, to
use an article other than the patented article or an article other than that made
by the patented process, which is not supplied by the vendor, lessor or
licensor or his nominee; or

(¢). to prohibit the purchaser, lessee or licensee from using or to restrict in
any manner or o any extent the right of the purchaser, lessee or licensee to
use any process other than the patented process, or

¥

”‘\(\l) to provide exclusive grant back, prevention to challenges to validity
of patent and coercive package licensing,]
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and any such condition shall be void
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(2) A condition of the nature referred to in clause () or clause (b) or clause

Now, what are those some of the instances are mentioned here, you cannot provide a
provision for exclusive grand back in d here, prevention of validity to challenges to
validity of a patent cohesive package licensing, if you have any such term in your
agreement of licensing on sale or lease of your patents, and such conditions shall be void.
Restrictive conditions are conditions which when a person is dealing with patents and a
person is licensing most of the time it appears in cases of licensing, as licensing is patent
he cannot have certain restrictive conditions. For innocence a patentee cannot tell the

licensee not to challenge the validity of his patent.

So, validity challenges filing post grant opposition challenges filing revocations petitions
these are right statutory rights that are given to any licensee. Just because a person is in a
licence arrangement, you cannot force him to give up these rights. So, prevention two
challenges to a validity of a patent, even if there is a class to that affect the courts if they
are called to look up on it they will treat that condition as a void condition. It will be null

and void it will not be given effect 2.

Cohesive packaging licensing is where the patentee has certain patent products, he also
has certain non patented products which are not covered by a patent he would want the

licensee to take the patented and the non patented products whether as a package. So, a



package licensing is where lies patents there are patented as well as non patented
product. So, if there is a force full if there is an agreement event to take non patented

products or technology or inventions then that condition will be void.

The reason being what is non-patented is not protected, and a person can is free to use it
if the person gets it through a legitimate channel. So, unless it is confidential information
or treat secret, but if it is something the technology is non-patented, understanding is that
anybody else should be free to use it. So, when a patentee combined patented and non
patented products in one agreement and forces the licensee to take it, that condition of

clubbing or what is used by the at cohesive package licensing will be void.
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(¢). alfeet a condition in a contract for the lease of, or licence 1o use, a
patented article, by which the lessor or licensor reserves to himself or his
nominee the right to supply such new parts of the patented article as may be
required or o put or Keep it in repair

(5) *’[Omitted by the Patents (Amendment) Act, 2002

141. Determination of certain contracts.-(1) Any contract for the sale or
lease of a patented article or for licence to manufacture, use or work a
patented article or process, or relating to any such sale, lease or licenee,
*190%#¥) may at any time after the patent or all the patents by which the
article or process was protected at the time of the making of the contract has
or have ceased to be i force, and notwithstanding anything to the contrary in
the contract or in any other contract, be determined by the purchaser, lessee,
or licensee, as the case may be, of the patent on giving three months notice in
writing to the other party

(2) The provisions of this section shall be without prejudice to any right of
determining a contract exercisable apart from this section

142. Fees.-(1) There shall be paid in respect of the grant of patents and
applications therefor, and in respect of other matters in relation to the grant
of patents under this Act, such fees as may be prescribed by the Central

=
5
Government $'
8
(2) Where a fee is payable in respect of the doing of an act by the Controller, \ S
S

the Controller shall not do that act until the fee has been paid.

“11[(3) Where a fec is payable in respect of the filing of a document at the NPTEL @

Now, 141 deals with a provision where certain contracts like a contract for sale or lease
of a patented article or licence to manufacture use or work of a patented article or
relating to any such a sale lease or licence, may at any time after the patent or all the
patents by which the article of processes protected as a time of making of the contact, has
or have cease to be in force and not withstanding anything to the contrary in the contract
be determined by the purchaser a licensee extra of the patent on giving three months

notice in writing to the other party.

Now, this implies that if you undertake a licence of a patent, when the patent expires you
can issue notice giving 3 months’ notice, to the other party the patentee and terminate the

contract because the contract service based on the patent. So, if the patent has expired



then there is no need to honour that contract. It is open for licensee to give notice of three

months giving three months notice in writing, and to terminate the contract.
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(4) Where a principal patent is granted later than two years from the date of
filing of *"the application), the fees which have become due in the
meantime may be paid within a term of three months from the date of the
recording of the patent in the register *[or within the extended period not
later than nine months from the date of recording |

MM[143. Restrictions upon publication of specification.-Subject to the
provisions of Chapter VII, an application for a patent, and any specification
filed in pursuance thereof, shall not, except with the consent of the applicant,
be published by the Controller before the expiration of the period prescribed
under sub-seetion (1) of seetion 11A or before the same is open to public
inspection in pursuance of sub-section (3) of section 11A or section 43 ] |

144. Reports of Examiners to be confidential.-The reports of examiners to |
the Controller under this Act shall not be open to public mspection or be

published by the Controller; and such reports shall not be liable to

production or inspection in any legal proceeding unless the court certifies

that the production or inspection is desirable in the interests of justice, and

ought to be allowed

(145, Publication of official journal.-The Controller shall publish S
periodically an official journal which shall contain such information as may § \g
be required to be published by or under the provistons of this Act or any rule 8

made thereunder. |

146. Power of Controller to

Clantuallanasasi atan

| for information from patentees.-(1) The H
AR AR NPTEL :

142 deals with fees section 143 deals with restriction upon publication of specification
this provision states that there is a normal 18 month period, for which during which an
application is kept un published unless the applicant request for a publication. This
provision states that the application shall not be published by the controller before the
expiration of the 18 month period or before the same is open to the public inspection in
respect of the conditions mentioned in 11 A3 and which is the three conditions where
there is a secrecy direction passed or the patent application which is a professional is
abandoned or it is withdrawn or the patent itself is granted under 43. So, these are the

conditions in which the patent can be published.
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oughtto be aflowed

M8[145. Publication of official journal-The Controller shall publish
periodically an official journal which shall contain such information as may
be required to be published by or under the provisions of this Act or any rule
made thereunder |

146. Power of Controller to call for information from patentees.-(1) The
Controller may, at any time during the continuance of the patent, by notice in
wriling, require a patentee or a licensee, exclusive or otherwise, to fumish to
him within two months from the date of such notice or within such further
time as the Controller may allow, such information or such periodical
statements as to the extent to which the patented invention has been
commercially worked in India as may be specified in the notice

(2) Without prejudiceto the provisions of sub-section (1), every patentec and R, 131
every licensee (whether exclusive or otherwise) shall furnish in such manner r
and form and at such intervals (not being less than six months) as may be =~
prescribed statements as to the extent to which the patented mvention has

been worked on a commercial scale in India.

212 Substituted by the Patents (Amendment) Act, 2005, S. 71, for “the complete specification” (w.¢ £ 01.01.2005).
15 Tnserted by Act 38 0f 2002, S, 61 (we.f. 20.05.2003)
"HSubstituted by the Patents (Amendment) Act, 2005, S. 72, for S. 143 (w.e.[ 01.01.2005). Prior to its substitution,

/]

_t_f /,;/lll

“0,

144 states that the report of the examiners to be confidential, now these reports are
different from the report what is referred to as the first examination report or the first
statement of objection. This is a report that moves from the examiner to the controller.
So, this should not be confused with the first examination report or the first statement of
objection. So, this report shall be confidential unless it is required to be produced by the

order of a quote.

The patent office has a journal 145 refers to the publication of the official journal and it
is published every week, the applications that are published are notified in it the grand’s
are also notified, and if there is any amendment to a patent amendments are also
published. So, this is the official journal and it is available at the patent office website a

soft copies available.

Now, 146 deals with power of the controller to call information from patentees, the
controller has the power there is a provision where the patentee has to file working
statements using form 27. Working statement requires the patentee to disclose to the
patent office whether the invention is being worked or if it is not being worked the
reasons why the patent does not being worked. Now these are a statements timely

statement which has to be filed before the patent office use in form 27.

Now, if a person feels to file or regardless of whether a person has been feeling this or

not, the patent office can on its own ask for this information. So, 146 deals with the



responsibility of the patentee to file at regular intervals information pertaining to the
working of patents, it also covers the power of the controller to call for these information

whenever the controller deems fit.

(Refer Slide Time: 08:26)

(3) The Controller may publish the information received by him under sub-
seetion (1) or sub-section (2) in such manner as may be preseribed

147, Evidence of entries, documents, ete.-(1) A certificate purporting tobe R, 133
signed by the Controller as to any entry, matter or thing which he is
authorised by this Act or any rules made thereunder to make or do, shall be

prima facie evidence of the entry having been made and of the contents

thereof and of the matter or thing having been done or omitted to be done.

(2) A copy of any entry in any register or of any document kept in the patent

office or of any patent, or an extract from any such register or document,
purporting to be certified by the Controller and sealed with the seal of the

patent office shall be admitted in evidence i all courts, and in all
proceedings, without further proof or production of the original

(3) The Controller or any other officer of the patent office shall not, in any
legal proceedings to which he is not a party, be compellable to produce the
register or any other document in his custody, the contents of which can be
proved by the production of a certified copy issued under this Act or to
appear as a witness to prove the matters therein recorded unless by order of
the court made for special causes.

148. Declaration by infant, lunatic, ete.-(1) If any person is, by reason of %
minority, lunacy or other disability, incapable of making any statement or

domng anything required or permitted by or under this Act, the lawful A

guardian, commiltee or manager (if any) of the person subject to the NPTEL
e | o 3| D B3 8w b

am - 9 "0 @ -

147 deals with evidences of entries document etcetera and we had seen that the patent
office keeps a register, and a copy of the register will be regarded as evidence of an entry

in the register.
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proved by the production of a certitied copy 1ssued under this Act of to
appear as 4 witness to prove the matters therein recorded unless by order of 3
the court made for special causes

148. Declaration by infant, lunatic, ete.-(1) If any person 1, by reason of
minority, lunacy or other disability, incapable of making any statement or
doing anything required or permitted by or under this Act, the lawful
guardian, commiltee or manager (if any) of the person subject to the
disability, or if there be none, any person appointed by any court possessing
jurisdiction in respect of his property, may make such statement or a
statement as nearly corresponding thereto as circumstances permit, and do
such thing in the name and on behalf of the person subject to the disability

(2) An appointment may be made by the court for the purposes of this
seetion upon the petition of any person acting on behal fof the person subject
to the disability or of any other person interested in the making of the
statement or the doing of the thing

149, Service of notices, etc., by post.-Any notice required or authorised 1o R. 6
be given by or under this Act and any application or other document so
authorised or required to be made or filed, may be given, made or filed by

post

150. Sceurity for costs.-If any party by whom notice of any opposition is
given under this Act or by whom application is made to the Controller for
the grant of a licence under a patent neither resides nor carries on business in
India, the Controller may require him to give security for the costs of the
proceedings, and in default of such security being given may treat the
opposition or application as abandoned

s nun | s o D T3




Now, 148 deals with declaration by infant lunatic etcetera. Now in law and infant or a
lunatic or a person of unsound mind cannot enter into a contract. There is a legal
disability and that is factored here if any person is by reason of minority lunacy on
disability, incapable of making any statement or doing anything required or emitted by or
under this act, the lawful guardian commit or manager can do it on his behalf. These

provisions exist in different laws. So, that is been incorporated in the patents act too.

149 deals with service of notices etcetera by post, 150 deals with security for cost in
some cases the controller curry insist on security for costs, if the person is not residing in
India versus or carries on business in India if the person is not in India or does not carry
business in India, then the con controller can insist on security of costs. Now one fifty
one deals with how the orders passed by the high court and the appellate board, can be

transmitted to the controller.

(Refer Slide Time: 10:02)
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151, Transmission of orders of courts to Controller.-(1) Every order of
*!%lthe Iligh Court or the Appellate Board] on a petition for revocation,
including orders granting certificates of validity of any claim, shall be
transmitted by *'"[the High Court or the Appellate Board) fo the Controller
who shall cause an entry thereol and reference thereto to be made in the
register

(2) Where in any suit for infringement ofa patent or in any suit under section
106 the validity of any claim or a specification is contested and that claim is
found by the courtto be valid or not valid, as the case may be, the coust shall
transmit a copy of its judgement and decree to the Controller who shall on
receipt thereof cause an entry in relation to such proceeding to be made in
the prescribed manner in a supplemental record

(3) The provisions of sub-sections (1) and (2) shall also apply to the court to
which appeals are preferred against decisions of the ***[Appellate Board or
the courts as the case may be,| referred to in those sub-sections

152, °[Omitted by the Patents (Amendment) Act, 2003]

133, Information relating to patents. - A person making a request to the R, 134 A
Controller in the prescribed manner for information relating to any such & “E
matters as may be prescribed as respects any patent specified in the request §\ §
5 g s
or as respects any application for a patent so specified shall be entitled, s

subjeet o the paymentof the prescribed fee, to have information supplied to
him accardinaly

And 153 broadly deals with information relating to patents, the corresponding rule is rule
134 where the a person can approach the patent office for information relating to patents;
there is a procedure to do that and all the information that is meant to be public agree so,
that after the publication of a patent application, there are you can get copies of the
complete specification and other documents. So, those documents can be obtained or
information pertaining to those documents can be obtained from the patent office by

payment offer required fee.
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152, [ Omitted by the Patents (Amendment) Act, 2003

153, Information relating to patents. - A person making a request to the R, 134
Controller in the prescribed manner for information relating to any such

mallers as may be prescribed as respects any patent speeified in the request

or as respects any application for a patent so specified shall be entitled,

subject to the paymentof the preseribed fee, to have information supplied to

him accordingly

134, Loss or destruction of patents. - Ifa patent is lost or destroyed, or its R. 132
non-production is accounted for to the satisfaction of the Controller, the
Controller may at any time, on application made in the prescribed manner

and on payment of the prescribed fee, cause a duplicate thereof to be sealed

and delivered to the applicant

135, Reports of Controller to be placed before Parliament.-The Central
Government shall cause to be placed before both ITouses of Parliament once
a year a report respecting the exceution of this Act by or under the
Controller.

156. Patent to bind Government.-Subject to the other provisions contained

in this Act, a patent shall have to all intents the Tike effect as against
Government as it has against any person

S
16 Substituted by the Patents (Amendment) Act, 2008, S, 74 (a), for “the Iigh Court” (w.c.f. 01.01.2005). i%
M7 Substituted by the Patents (Amendment) Act, 2005, S. 74 (a), for “the High Court” (w.¢.f 01.01.2005). .

24 Substituted by the Patents (Amendment) Act, 2005, S. 74 (b). for “Courts” (w.c £ 01.01.2005) NPTEL

218 Prior to its omission. S 152 read as nnder - 152 Transmission of conies of snecifications. etc._and insection -
TN T3 s o

154 deals with loss or destruction of patents if patent by loss or destruction we talk about
the patent certificate. You could ask for a duplicate it is provided for now report both of
the controller to be placed before parliament 155 deals with that. 156 says that the patent
binds the government. So, the government grants patent, but it is also binding on the
government and 157 deals with the right off the government to sell or used forfeited
articles; patents the articles that are forfeited which could be patented can be sold by the

government.

(Refer Slide Time: 11:15)
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157. Right of Government to sell or use forfeited articles.-Nothing in this
Act shall affeet the power of the Government or of any person deriving title
directly or indirectly from the Government to sell or use any articles
forfeited under any law for the time being in force.

01874, Protection of security of India.-Notwithsianding anything
contained in this Act, the Central Government shall-

(a) not disclose any information relating to any patentable invention or any
application relating o the grant of patent under this  Act, which it
considers prejudicial to the nterest of the security of India;

(b) take any action including the revocation of any patent which it considers

necessary in the interest of the seeurity of India by issue of a notification in
the Otticial Gazette to that eftect

LExplanation.-For the purposes of this section, the expression “security of
India” includes any action necessary for the security of India which-

(1) relates to fissionable matersals or the materials from which they are

derived; or S
(ii) 0 the traflic in arms, ammunition and implements of war and to
such traffic in other goods and materials as 1 carried on directly or indirectly

for the purpose of supplying a military establishment; or

(i) is taken in time of war or other emergency in international relations | NPTEL @
e . :




Now, on157Adeals with protection of security of India, what can be done if certain
matters affect the security of India if it is disclosed in patent application, we already saw
that there are provisions where secrecy direction can be issued. Now notwithstanding
anything contained in this act, the central government shall not disclose any information
relating to any patentable invention or application relating to the grant of a patent under
this act, which is considered prejudicial to the interest of the security of India or take any
action including revocation of patent, which it considered necessary in the interest of

security of India by notificationing the official gazette.
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(1) relates to fissionable materials or the materials from which they are
derived; or

(i) relates to the traffic in arms, ammunition and implements of war and to
such traffic in other goods and materials as s carried on directly or indirectly
for the purpose of supplying a military establishment; or

(iii) is taken in time of war or other emergency in international relations ]

158, Power of ITigh Court to make rules.-The ITigh Court may make rules
consistent with this Act as to the conduct and procedure in respect of all
proceedings before it under this Act

159. Power of Central Government to make rules-(1) The Central
Government may, by notification in the Official Gazette, make rules™! for
carrying out the purposes of this Act

(2) Without prejudice to the generality of the foregoing power, the Central
Government may make rules to provide for all or any of the following

20 Substituted by Act 38 of 2002, . 63, for . 157-A (w.e.L. 20.05.2003). Prior to its substitution $. 157-A read as
under:- “1574. Protectionof security of India - Notwithstanding anything contained in this Act, the Central
Government shall-

(n) not disclose any information relating to any patentable invention or any application relating to the grant of patent

.
under this Act, which it considers prejudicial to the interest of the security of s* \§
Tndin; o

(b) take any action including the revocation of any patent which it considers necessary in the interest of the seeurity 3 % S
of India by issue of a notification in the Official Gazette to that effeot \ s
Explanation - For the purposes of this section, the expression “sccurity of India” includes any action necessary for = '
the security of Tndia which- NPTEL :

Now, what pertains to security of India will find that something that affects war an
emergency in international relations, relates to traffic in arms ammunition fishnable
material, all these things are broadly classified as atomic energy. As you as section 4 tells
us will be regarded as things that are that pertain to the security of India. At the high
court has the power to make rules and respective high court do make rules when it comes
to patent proceedings and the central government also has power to make rules and

which is what we had seen in the form of the patent rules 2003.
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circumstances exist which render it practically not possible to comply with
such condition of previous publication, dispense with such compliance. |

160. Rules to be placed before Parliament.-Every rule made under this Act
shall be laid, as soon as may be after it is made, before cach House of
Parliament while it is in session for a total period of thirty days which may
be comprised in one session or “[in two or more successive sessions, and, i
before the expiry of the session immediately following the session or the
successive sessions aforesaid], both Houses agree in making any
modification in the rule or both Houses agree that the rule should not be
made, the rule shall thereafter have effect only i such modified form or be
of no effect, as the case may be; so, however, that any such modification or
annulment shall be without prejudice to the validity of anything previously
done under that rule.

161, **[Omitted by the Patents (Amendment) Act, 2002]

162. Repeal of Act 2 of 1911 in so far as it relates to patents and savings.-
(1) The Indian Patents and Designs Act, 1911, insofar as it relates to patents,
is her d, that is to say, the said Act shall be amended in the
manner specified in the Schedule

(2) [ Omitted by the Patents (Amendment) Act, 2002

X
22 Added by the Patents (Amendsment) Act, 2008, . 76 i) (w.e.£:01.01.2005), {D ;

* Substituted by Act 4 of 1986, 5. 2 and Sch. (w.e £ 15.05.1986)

22 Prigr to omission, $. 161 read as under:- “ 161 Special provisions with respect to certain applications deemed to NPTEL :

And the various matters under which department the central government can rule make
rules are mentioned there in. The rules when they are made have to be placed before the
parliament 160 deals with that, and 162 deals with the repeal of the earlier act here
already mentioned the act of 1911 repeal was replaced by the 1970 act. So, in the 1978

act has a provision which expressly states that the earlier act is repealed.
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The names and addresses of persons registered as patent agents shall from time
to time be published "*2[**¥) 3

CIIAPTER XVI
MISCELLANEOUS

121, Period within which copies of specification etc are to be filed The S, 138
period within which copies of specitication or corresponding documents to

be filed by the applicant under subsection (1) of section 138 shall be three
months from the date of communication by the Controller

121A. Address of Communications All communications in relation to any
proceeding under the Act or these rules shall be addressed to the Controller
at the appropriate office.|

122. Correction of clerical crrors A request for the correction of a clerical 8. 78
crror in any document referred to in section 78 shall be accompanied by a

copy of the document highlighting the corrections clearly along with the fees
payable therefor as specified in the First Schedule

123 Manner of advertisement of the proposed correction of any error $.78
Where the Controller requires a notice of the nature of the proposed

correction o be advertised, the request and the nature of the proposed SR

correction shall be published "**|***| and the person making the request

shall also serve copies of the requestand the copies of the document showing

the proposed corrections to such persons who, m the opinion of the

Controller, may be interested NPTEL :
s o1 a0 D Fud, e e

Just as we saw there are some miscellaneous provisions in the rules as well, and they are

a bunch of different things and it will make sense when they are red in the context so.
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124. Manner and time of opposition to the making of corrections (1) Any S, 78
person interested may, at any time, within three months from the date of the R4
advertisement of the request for correction in S[##] give notice of
opposition to the Controller in Forni 14 in duplicate

(2) Such notice of opposition shall be accompanied by a statement in
duplicate setting out the nature of the opponent’s interest, the facts on which
he relies and the relief which he seeks

(3) A copy of the notice and of the statement shall be sent by the Controller
10 the person making the request

(4) The procedure specified in rules 58 to 63 relating to the filing of reply  RR. 58-63
statement, leaving evidence, hearing and costs shall, so far as may be, apply

1o the hearing of the opposition proceeding under section 78 as they apply in

the hearing of the opposition proceedings.

125, Notification of corrections The Controller shall notify the person §.78
making a request for the correction and the opponent, if any, of the
corrections made in the relevant document &

rules 1o be filed at the patent office or furnished to the Controller shall be
duly sworn to in the manner as prescribed in sub-rule (3)

126. Torm, cte of affidavits (1) The atfidavits required by the Act or these R. 10 iﬁ%‘%

N R R o S B R s

So, you can see the cross references here, 121 deals with the period within which copies
of the specification are to be filed the address to communication correction of clerical
errors manner of advertisement of proposed correction, these are largely procedural

matters.

Manner and time of opposition of making of correction do if there is a correction that has
to be done in that also can be a subject matter of opposition. Notification of corrections
forms of affidavits affidavit if they are file in India, how it is to be done if they are filed

in a country or shown in a country outside India.
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125, Notification of corrections The Controller shall notify the person §.78
making a request for the correction and the opponent, if any, of the
corrections made in the relevant document

126. Torm, cte of affidavits (1) The affidavits required by the Act or these R. 10
rules o be filed at the patent office or furnished to the Controller shall be

duly sworn to in the manner as prescribed in sub-rule (3)

(2) Affidavits shall be confined to such facts as the deponent is able, of his

own knowledge, to prove except in interlocutory matters, where statements

of belief of the deponent may be admitted, provided that the grounds thercofl

are given.

(3) Attidavits shall be sworn to as follows: -

(a) in India - before any court or person having by law authority to receive
evidence, or before any officer empowered by such court as aforesaid to
administer oaths or to take affidavits;

(b) i any country or place outside India - before a diplomatic or consular
officer, within the meaning of the Diplomatic and Consular Officers (Oaths
and Fees) Act, 1948 (41 of 1948) in such country or place or before a notary
of the country or place, recognised by the Central Government under section
14 of the Notaries Ac of 1952), or before a Judge or Magistrate of

the country or place

(4) Alterations and interlincations shall, before an affidavit is swomn to or %

affirmed be authenticated by the mitials of the person before whom the

affidavit is sworn to i

[EENM I S T ST T T T i NPTEL |
Fua e

gt 1| Wi o110 D

Then you are to go to the go as per the diplomatic and consular officer course and fees

act it has to be complete it has they have to be apostil there is a process for doing that.
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LZ8. DIFCCTIONS NOU OUNCIWISC PICSCIINCd (1) Where [0r e proper
prosceution or completion of any proceedings under the Act or these rules, .
the Controller 15 of the opinion that it is necessary for a party to such
proceedings to perform an act, file a document or produce evidence, for
which provision has not been made in the Act or these rules, he may, by
notice in writing, require such party to perform the act, file the document or
produce the evidence specified in such notice

(2) Where an applicant or a party to a proceeding desires to be heard or not

heard, the Controller may, at any time, require him to submit his statement in
writing giving such information as the Controller may deem necessary
within the time specified by him

14129, Exercise of discrctionary power by the Controller Before S.80
exercising any discretionary power under the Act or these rules which is

likely to atfect an applicant fora patent or a party to a proceeding adversely,

the Controller shall give such applicant or party, a hearing, after giving him

or them, ten days” notice of such hearing ordinarily.]

129, Adjournment of hearing An applicant for patent or a party to a
proceeding may make a request for adjournment of the hearing with

reasonable cause along with the prescribed fee prescribed in First Schedule,

at least three days before the date of hearing and the Controller, if he thinks

fit to do so, and upon such terms as he may direct, may adjourn the hearing

and intimate the parties accordingly: Provided that no party shall be given

more than two adjournments and cach adjournment shall not be for more

than thirty days.|

130. Application for review of decisions or sctting aside of orders of the 8,77 NPTEL :

Now, exhibit 127 deals with exhibits and how to deal with them and 128 deals with
directions where there is no provision provided for. 129 deals with the discretionary
power of the controller where were the controller exercises his discretionary power

which could be which could prejudice the party, the controller has to offer hearing. So,



this is a provision which mandates hearing of a party whos writes could be affected when

the controller exercises with discussion.

So, if it is a normal thing which where the controller does not have a discussion for
instance. The controller receive the report of the examiner the confidential report the
controller has to issue a first examination report of a statement of objection. There is no
discretion there he has to do it whereas, a controller after hearing up post grant
opposition has a discretion either to reject the patent or call for an amendment or to
uphold the patent. So, in whatever he does he would be exercising is discretion. So, when

he exercise is your discretion if it affects a party.
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fit to do so, and upon such terms as he may direct, may adjourn the hearing
and intimate the parties accordingly: Provided that no party shall be given
more than two adjournments and cach adjournment shall not be for more
than thirty days |

130. Application for review of decisions or setting aside of orders of the 8. 77
Controller (1) An application to the Controller for the review of his deciston  F. 24
under clause (1) of sub-section (1) of section 77 shall be made in *[Form
24| within one month from the date of communication of such decision to

| the applicantor within such further period not exceeding one month

i thereafter as the Controller may on a request made in Form 4 allow and shall
be accompanied by a statement setting forth the grounds on which the review

| is sought. Where the decision in question concerns any other person in

addition to the applicant, the Controller shall forthwith transmit a copy of

cach of the application and the statement to the other person coneerned

(2) An application to the Controller for setting aside an order passed by him

ex parte under clause (g) of sub-section (1) of section 77 shall be made m

Form 24 within one month rom the date of communication of such order to

15 Subsituted by $.0. 1118 (F), dated 28.12.2001, for R. 129 (w.e [ 01.01.2005)
7 Tnserted vide GS R. S23(F), dated 16.05.2016, wee [ 16.05.2016 |
138 Substituted by $.0. 1418 (E), dated 28.12.2004, for “Form 25" (w.c £ 01.01.2005). }

The party is entitled to a hearing hearings can be adjourned there is a provision for
adjourning hearings and there are some requirements of notice and the controller can
review his own order. So, one thirty deals of review of decisions and setting aside orders

of the controller.
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Controller may on a request made in Form 4 allow and shall be accompanicd
by a statement setting forth the grounds on which the application 15 based. o
Where the order concerns any other person in addition to the applicant, the
Controller shall, forthwith transmit a copy each of the application and the
statement to the other person concerned

131. Form and manner in which statements required under section S. 140
146(2)to be furnished (1) The statements shall be furnished by every na
patentee and every licensee under sub-section (2) of section 146 in “[Form ~ ~**
27) which shall be duly verified by the patentee or the licensee or his
authorised agent.

(2) The statements referred to in sub-rule (1) shall be furnished in respect of
every calendar year within three months of the end of each year

(3) The Controller may publish the information received by him under sub-
section (1) or sub-section (2) of section 146 '°[+4]

132. Form of application for the issue of a duplicate patent An S. 134
application for the issue of a duplicate patent under section 154 shall contain

a statement setting out the circumstances in which the patent was lost or
destroyed or cannot be produced together with the fee as specified thereforin

the First Schedule

133. Supply of certified copies and certificates unds s 72and 147 8.72,147
M Certificd copies of any entry in the register, or certificates of, or extracts %
from patents, specifications and other public documents in the patent office,

or rom registers
diskettes or any other electronic form kept there, may be furnished by the

P10 18| Wi A1 D Fua o s

and other records including records in computer floppies,

Now, we had seen that form 27 requires working statements to be filed, and section 146
give the power the controller to ask for some information with regard to working of

patents. 131 deals with the procedural aspects.

(Refer Slide Time: 16:03)

FEUC A MDA KO KO Ao ARG B Aadbc g ADRCH st i et dasbo el M

27] which shall be duly verified by the patentee or the licensee or his
authorised agent

(2) The statements referred to in sub-rule (1) shall be furnished in respect of
every calendar year within three months of the end of cach year

(3) The Controller may publish the information received by him under sub-
section (1) or sub-section (2) of section 146 1'[##4]

132. Form of application for the issue of a duplicate patent An 8. 154
application for the issue of a duplicate patent under section 154 shall contain
a statement setting out the circumstances in which the patent was lost or
destroyed or cannot be produced together with the fee as specified therefor in o
the First Schedule

133. Supply of certified capies and certificates under sections 72 and 147 8. 72, 147
M Certified copies of any entry in the register, or certificates of, or extracts
from patents, specifications and other public documents in the patent office,
or from registers and other records including records in computer floppies,
diskettes or any other electronic form kept there, may be furnished by the
Controller on a request therefor made to him and on payment of the fee
specified therefor in the First Schedule: Provided that certified copies shall
be issued in the order in which the request is filed. (2) Notwithstanding
anything contained in sub-rule (1), certified copies shall be furnished within
a period of one week if such request is made along with the fee specified
therefore in the First Schedule. |

134. Request for information under section 133 (1) A request for S, 153 (1)

information in resnect of the followine matters relatine to any patent or
e 01| i 0 Fua

Now, 132 deals with the forms to be used while getting a duplicate patent if your patent

is destroyed.

So, these are all supplemental provisions which are which person to certain aspects of

patent prosecution supply of certified copies request for information.
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or from registers and other records including records in computer floppies,

diskettes or any other electronic form kept there, may be furnished by the

Controller on a request therefor made to him and on payment of the fee

specified therefor in the First Schedule: Provided that certified copies shall

be issued in the order in which the request is filed. (2) Notwithstanding

anything contained in sub-rule (1), certified copies shall be furnished within

a period of one week if such request is made along with the fee specified

therefore in the First Schedule |

134, Request for information under section 133 (1) A request for S, 153 (1)
information in respect of the following matters relating to any patent or
application for patent shall be admissible, namely: -

13 Substituted by $.0. 1418 (E), dated 28.12.2004, for “Form 29" (w..£ 01.01.2005).
10 The words “in the Official Gazette and in such other manner as he may deem fit” omitted by $.0. 1418 (E), dated
28122004 (w.e £ 01.01.2005).
149 Substituted vide G.SR. S23(F), dated 16.05.2016, w.e.[. 16.05.2016. Prior to substitution, rule 133 read as under:
“133. Supply of certified wpic\ and certificates under mllnn\ 71 uml 147. = Certified copies of any entry in the
register, or certi patents, speci blic d ts in the patent office, or
from registers and other mmds including records in computer ﬂopplcs d|skc|lcs or any other electronie form kept
there, may be furnished by the Controller on a request therefor made to him and on payment of the fee specified
therefor in the First Schedule.”

We saw that under 153 section 153 you could make a request for certain information how

that is to be made and the details are given here.
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(j) as to when an entry has been made in the register or application has been
made for the making of such entry; or

"4((k) as to when any applicationis made or action taken involving an entry

in the register, publication in the '“[Official Journal] or otherwise, if the
nature of the application or action is specified in the request |

(2) Separate request shall be made in respect of each item of information
required.

(3) The fee payable on a request to be made under section 153 shall be as set §
out in the First Schedule,

135, Agency "([(1) The authorisationof an agent for the purposes of the Act

and these rules shall be filed in Form 26 or in the form of a power of attorney
within a period of three months from the date of filing of such application or

document, failing which no action shall be taken on such application or
documents for further processing till such defictency is removed.|

(2) Where any authorisation has heen made under sub-rule (1), service upon
the agent of any document relating to any proceeding or matter under the Act
or these rules shall be deemed to be service upon the person so authorising
him and all communications directed to be made to a person in respect of
any proceeding or matter may be addressed (o such agent, and all

14 nserted by $.0. 657(F), dated 05.05.2006 (w.e.[ 05.05.2006).
195 Substituted by 0. 1118 (F), dated 28 122001, for Cls. (1) and (&) (wee £ 01,01 2005).
10 Substituted by S 0. 1418 (E), dated 28122004, for C1. (k) (w.e.£ 01.01.2008).

Now, the patent agent you can appoint a patent agent who acts as an agent of the patent

applicant by filing form 26 way by the form you authorise a person to act as an agent.
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appearances before the Controller relating thereto may be made by or
through such agent

(3) Notwithstanding anything contained in sub-rule (1) and (2), the
Controller may, if it is considered necessary, require the personal signature

or presence of an applicant, opponent or party to such proceeding or matter.

136. Scale of costs (1) In all proceedings before the Controller, he may, R. 63
subject to rule 63, award costs as he constders reasonable, having regard to

all the circumstances of the case

Provided that the amount of costs awarded in respect of any matter set forth

in the Fourth Schedule shall not exceed the amount specified therein

(2) Notwithstanding anything contained in sub-rule (1), the Controller may,
in his discretion award a compensatory cost in any proceeding before him
which in his opinion s false or vexatious.

137. Powers of Controller generally Any document for the amendment of
which no special provision 15 made in the Act may be amended and any
irregularity i procedure which in the opinion of the Controller may be
obviated without detrimentto the interests of any person, may be corrected if

the Controller thinks fit and upon such terms as he may direct.

147

| 138 Power to extend time prescribed (1) Except for the time preseribed .
in clause (i) of sub-rule (4) of rule 20, sub-rule (6) of rule 20, rule 21, sub- NPTEL °

g 410120 s 10 D Eua s

135 deals with that the controller has the power to avoid cause to the scale of cost or the
amount of cost can be determined in accordance with rule 63, now the controller has the

power to do that.
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136. Scale of costs (1) In all proceedings before the Controller, he may, R.63
subject 1o rule 63, award costs as he considers reasonable, having regard to
all the circumstances of the case

Provided that the amount of costs awarded in respect of any matter set forth
in the Fourth Schedule shall not exceed the amount specified therein

(2) Notwithstanding anything contained in sub-rule (1), the Controller may,
in his diseretion award a compensatory cost in any proceeding before him
which in his opinion is false or vexatious.

137. Powers of Controller generally Any document for the amendment of
which no special provision is made in the Act may be amended and any
irregularity in procedure which in the opinion of the Controller may be
obviated without detriment to the interests of any person, may be corrected if
the Controller thinks fit and upon such terms as he may direct

H[138 Power to extend time prescribed (1) Except for the time prescribed
in clause (1) of sub-rule (4) of rule 20, sub-rule (6) of rule 20, rule 21, sub-
rules (1), (5) and (6) of rule 24B, sub-rules (10) and (11) of rule 24C, sub-
rule (4) of rule 55, sub-rule (1A) of rule 80 and sub-rules (1) and (2) of rule
130, the time prescribed by these rules for doing of any act or the taking of
any proceeding thereunder may be extended by the Controller for a period of
one month, if he thinks it fit to do so and upon such terms as he may direct

(2) Any request for extension of time prescribed by these rules for the doing
of any act or the taking of any proceeding thereunder shall be made before
the expiry of such time prescribed in these rules |

139. Hearing hefore the Controller to he in nublic in cerfain cases Where — i
0013 o 10D Tua D

Powers of the controller generally where there is no provision to amend a document, then
the controller may in the interest of the parties involved correct the document. So, there

is a powered generally given to carry out changes in a document where there is no



specific provision, the controller has the power to extend time there are some limitations;

138 rule 138 deals with that.

Now, hearing before the controller is normally a public hearing unless the controller

directs otherwise.



