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(4) Nothing in this section shall affect the power of the court to grant an
injunction in any suit for infringement of'a patent

112, 7"[Omitted by the Patents (Amendment) Act, 2002].

113. Cartificate of validity of specification and costs of subsequent suits  SS. 64, 104
for infringement thereof.- "*[(1) If in any proceedings before the Appellate
Board or a High Court for the revocation of a patent under section 64 and
section 104, as the case may be, the validity of any claim of a specification is
contested and that claim is found by the Appellate Board or the High Court to
be valid, the Appellate Board or the ITigh Court may certify that the validity
of that claim was contested in those proceedings and was upheld |

(2) Where any such certificate has been granted, then, if'in any subsequent
suit before a court for mfringement of that claim of the patent or m any
subsequent proceeding forrevocation of the patent in so far as it relates to that
claim, the patentee or other person relying on the validity of the claim obtains
a final order or judgementin his favour, he shall be entitled to an order for the
payment of his full costs, charges and expenses of and incidental to any such

ion, . 112 read as under on power of Court to grant injunction in certain

lings for the nfringemen  or deemed 1o be e | S
e an sted ticle fro § \'E
defendant is ready and willing to take a licence upon terms to be settled by the € *%
nted against him, and the amot recoverable against him by way of i\ 5
ot exceed double the amount which would have been recoverable againsthim a licensee if such a licenee bad bee el
granted before the earliest infringement NPTEL §
! Substituted by the Patents (Amendment) Act. 2005, S, 59(a). for sub-S. (1), Prior 10 its substitution. sub-S. (1) E - .

In an infringement suit, if a patentee become successful, he is succeeds in an
infringement suit then he can obtain what is called a certificate of validity and once a
person gets a certificate of validity; that can be used against future infringers. So, a
patentee succeeds and an infringement suit asks the court to give a certificate of validity
or the applied board to give a certificate of validity. Once the board or the high court
issues a certificate of validity and if there is another infringer who is infringing he can
inform the next infringer or the second infringer to say that there is been an earlier
preceding and my patent has been appealed and I have a certificate of validity stop from

doing things.

If the second infringes still continues the upon filing an infringement suit, the person the
patentee will be entitled for cost from the second infringer because he has already put the
second infringer on notice and he has already told the second infringer that he has been

through an earlier infringement proceedings, the court has appealed his patent and issued



a certificate of validity. So, the effect of a certificate of validity is that it becomes easy

for the patentee to claim costs against the future infringer.
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decision allowing the amendment, unless the court is satisfied that the
specification as originally published was framed in good faith and with
reasonable skill and knowledge

(4) Nothing in this section shall affect the power of the court to grant an
injunction in any suit for infringement of a patent

112, '[Omitted by the Patents (Amendment) Act, 2002]

113. Certificate of validity of specification and costs of subsequent suits  SS. 64, 104
for infringement thereof.- '*[(1) If in any proceedings before the Appellate
Board or a High Court for the revocation of a patent under section 64 and
section 104, as the case may be, the validity of any claim of a specification 1s
conlested and that claim is found by the Appellate Board or the High Court to
be valid, the Appellate Board or the ITigh Court may certify that the validity
of that claim was contested in those proceedings and was upheld.|

(2) Where any such certificate has been granted, then, if in any subsequent
suit before a court for infringement of that claim of the patent or in any
subsequentproceeding forrevocation of the patent in so far as it relates to that
claim, the patentee or other person relying on the validity of the claim obtains
a final order or judgment in his favour, he shall be entitled to an order for the
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Section 113 deals with the certificate of validity, we are already mentioned that the
certificate of validity a certificate that the patentee can obtain after there has been a
proceeding under section 104; there is been a proceeding and the patent was challenged.
There was a revocation challenge on the patent which in other words means the validity

of the patent was challenged and the validity of the patent was up held.

The claim was found to be valid either by the appellate board or by the high court, the
appellate board or the high court may certify that the validity of a claim was contested
and in those proceedings it was upheld. So, this means it is a certificate that is issued
after a challenge for is made after a challenges made on the validity of a patent largely
we refer to these proceedings as revocation proceedings. Revocation proceedings may
happen either before in intellectual property appellate board or before the height court.
So, wherever revocation grounds have been raised against the patent and the patentees
successfully defense them and the patent does not get revoked as a consequence of that
the patentee is entitled to get a certificate of validity saying that the claim was contested

and it was appealed.

So, this is the certificate of validity is pertaining to claims that were contested claims that

were claims against which there was an ground for revocation and the claims eventually



survived in the ground for revocation. So, which we referred to as claims that were
appealed to be valid now we are already mentioned the purpose of a certificate of
validity is if there are any future proceedings where the validity is going to be contested
arguably by another defendant another party then the party can put that person on notice

to say that there is already been the proceeding and this patent has been upheld.

So, if you pursue with this invalidity challenge that the patentee will be entitled for an

order of payment of its full costs subsection 2 refers to full costs.
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suit or proceeding properly incurred so far as they concern the claim in

respect of which the certificate was granted, unless the court trying the suit or

proceeding otherwise directs

Provided that the costs as specified in this sub-section shall not be ordered [
when the party disputing the validity of the claim satisties the court that he |
was not aware of the grant of the certificate when he raised the dispute and

withdrew forthwith such defence when he became aware of such a certificate
1|(3) Nothing contained in this section shall be construed as authorising the H \E
courts or the Appellate Board hearing appeals from decrees or orders in suits %\

for mfrmgementor petitions for revocation, as the case may be, to pass orders

for costs on the scale referred to therein | NPTEL

So, this certificate of valid validity allows the patentee to put a third party on notice who
is interested in further challenging the patent and to claim full cost; the cost of
proceedings; the cost that a patentee would incur in defending the validity challenge. So,
this is a provision by which you can put the person on notice and eventually when the

patentee succeeds he will be entitled to claim costs.
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suit or proceeding properly incurred so far as they concern the claim in
respeet of which the certificate was granted, unless the court trying the suit o
proceeding otherwise directs

Provided that the costs as specified in this sub-section shall not be ordered
when the party disputing the validity of the claim satisfies the court that he
was not aware of the grant of the certificate when he raised the dispute and
withdrew forthwith such defence when he became aware of such a certificate

17%1(3) Nothing contained in this section shall be construed as authorising the
courts or the Appellate Board hearing appeals from decrees or orders i suits
for infringement or petitions for revocation, as the case may be, o pass orders
for costs on the scale referred to therein |

114. Relief for infringement of partially valid specification.-(1) If in
proceedings for infringement of a patent it is found that any claim of the
specification, being a clam m respect of which infringement 1s alleged, is
valid, but that any other claim is invalid, the court may grant relicl in respect
of any valid claim which is infringed:

Provided that the court shall not grant relief except by way of injunction save

in the circumstances mentioned in sub-section (2)

(2) Where the plamtifl proves that the invalid claim was framed in good faith
and with reasanahle skill and knowledoe the conrt shall erant relief in resnect

Now there are some details in the section which you can figure out a sub section 3 says
nothing contained in the section shall be construed as authorizing the courts or the
appellate board hearing the appeal from decrease or orders in suits for infringement or
petitions for revocation as the case may be to pass orders for cost on the scale refer to

there in.
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Board or a ITigh Court for the revocation of a patent under section 64 and
seetion 104, as the case may be, the validity ol any claim of a specification is g
contested and that claim 1s found by the Appellate Board or the ITigh Court to
be valid, the Appellate Board or the High Court may certify that the validity
of that elaim was contested in those proceedings and was upheld ]

(2) Where any such certificate has been granted, then, if in any subsequent
suit before a court for infringement of that claim of the patent or in any
subsequent proceeding forrevocation of the patent in so far as it relates to that
claim, the patentee or other person relying on the validity of the claim obtains
a final order or judgment in his favour, he shall be entitled to an order for the
payment of his full costs, charges and expenses of and incidental to any such

177 Prior o its omission, $. 112 read as under. - /12, Restriction on power of Court to grant injunction i certain
cases. -1f in proceedings for the infringement of a patent endorsed or deemed to be endorsed with the words
“Licences of right” (otherwise than by the importation of the patented article from other countrics) the infringing
defendant is ready and willing to take a licence upon terms to be settled by the Controller as provided in section 88,
10 injunction shall be granted against him, and the amount if any recoverable against him by way of damages shall
not exceed double the amount which would have been recoverable agamst him as licensee if such a licence had been
aranted before the carlicst infringement.”

1€ Substituted by the Patents (Amendment) Act, 2003, S. 59(a), for sub-S. (1), Prior to its substitution, sub-S. (1)
read as under:- “(1) If in any proceedings before a High Court for the revocation of a patent under section 64 the
validity of any claim of a specification is contested and that claim is found by the court to be valid, the Court may
certify that the validity of that claim was contested in those proceedings and was upheld.”
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Now, this; they can be an order on cause, but the order may not be an order for costs on

the scales refer to there in. So, there is only an obligation for the court and the applet



board to award costs you will find it here where any search certificate has been granted,
if in any subsequent suit before the court for infringement of that claim of a patent or in
any subsequent proceeding for the revocation of a patent in so far as it relates to that
claim. So, the certificate of validity is tied to the claim. So, if a claim is challenged and it
survives or if it is appeal then for that claim, they can be a certificate of validity the
patentee or any other person relying on the validity of claims obtains a final order of
judgment in his favor he shall be entitled to an order for full payment of full costs. So,

this is what the section provides for.

So, the certificate of validity; if a person gets a certificate of validity pertaining to a
claim in say the first proceeding and there is another challenge and he succeeds in it any
he gets a certificate of validity at the end of the proceeding when there is a further
challenge to his patent, he is entitled to full costs. Once he is succeeds in the further
challenge also the notice part comes in the proviso provided that the cost as specified in
this sub section shall not be ordered when the party disputing the validity of the claim
satisfies the code that he was not aware of the grant of a certificate when you raise the
dispute and with through forth with such defense when it became aware of such a
certificate. So, takes the responsibility of the patentee to put the third party who is

disputing the validity of the claim on notice.

So, the responsibility of sharing or of bringing the certificate to the notice is on the
patentee is the patentee does not discharge that responsibility, then it is a difference for
the other party to say that I do not know there was a certificate of validity the moment I
came to know about it I stopped or I withdrew the defense. So, that is a possibility or a
potential defense that third party may have against the patentee. So, 3 we will come back
to subsection 3 again. This provision does not authorize or cannot be construed as
authorizing the courts to pass an order of cost based on this scales that I have been
referred to there in there is an obligation to pass an order if the party has put their third
party on notice of the patentee has put the third party on notice and has procured a

certificate of validity in the earlier preceding.

So, the patentee is entitled to costs, but the scale of cost need not be what the patentee
asks for. So, the patentee may have incurred legal expense and as you are aware legal
expenses can change from council to council depending on whom you engage your legal

expenses can vary. So, it is not obligatory on the courts or then appellate board to order



the costs on the scale refer to which means it need not order the costs that the patentee

asks for the patentee is entitled to costs, but it need not be what the paternity asks for.



