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(a). “company” means any body corporate and includes a firm or other
association of individuals; and

(b). “director”, in relation to a firm, means a partner in the firm

CHAPTER XXI
PATENT AGENTS

"[125. Register of patent agents.(1) The Controller shall maintain a $, 126
register to be called the register of patent agents in which shall be entered the

= = : : A RRall8
names, addresses and other relevant particulars, as may be prescribed, of all

persons qualificd to have their names so-entered under section 126

(2) Notwithstanding anything contained in sub-section (1), it shall be lawful for
the Controller to keep the register of patent agents in computer floppics,
diskettes or any other electronic form subject to such safeguards as may be
prescribed. |

126. Qualifications for registration as patent agents.-(1) A person shall be “RR. 109, .?é‘

qualified to have his name entered i the register of patent agents if he fulfils 110 8

the following conditions, namely: - o Ly
i N

Chapter 21 deals with patent agents. Patent agents are the professionals who can practice
before the patent office, they can file patent application prosecute them and represent the
inventor or the assignee for all matters and purposes before the patent office. Now there
is a register of patent office which patent agents which is maintained by the controller,
which includes the names of all the practicing patent agents online version of the register

is also available at the patent office website.

Now, this comprises of all the people who are active. In fact, you will find that some of
the names have been removed because they have not paid the renewal fee and so, the
register of patent agents maintained by the controller has the names addresses and
relevant particulars of the patent agent. So, that the registered because it is online
becomes a tool for any person who wants to engage a patent agent to know whether that

person is a practicing patent agent.
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diskettes or any other electronic form subject to such safeguards as may be

prescribed. |

126. Qualifications for registration as patent agents.-(1) A person shall be RR. 109,
qualified to have his name entered in the register of patent agents if he fulfils 110

the following conditions, namely: - K
(a). he is a citizen of India;

(b). he has completed the age of 21 years;

(¢). he has obtained a '*“[degree in science, engineering or technology from any
University established under law for the time being in force] in the territory of
India or possesses such other equivalent qualifications as the Central

1% Substituted by Act 38 of 2002, $. 52, for S. 125 (w.e.f 20.05.2003). Prior to its substitution $. 125 read as under:
- “125. Register of patent agents - The Controller shall maintaina register to be called the register of patent agents
nwh be entered the names and addresses of all persons qualified to have their names so entered under

section 126
19 Substituted by Act 38 of 2002, for “degree from any University” (w.e.[ 20.05.2003).

.
FLOAN
Lix | i\i%s :

Now, the qualifications are to become a registered patent agent: 1, you should be a
citizen of India; you should have completed 21 years and should have a degree in science

engineering or technology from a recognized university.

Now, science in engineering and technology includes quite lots of courses; and it
includes courses on a purely on computer applications and computer administrations. So,
it is a big basket of things and this also corresponds to the work that the patent office
does. Patent office does work on science engineering and technology in fact; the patent
examiners are specialized based on different streams of science engineering and
technologies; so as for as long as you have a degree in science engineering or

technology, you could take the examination.

Now this is the preliminary qualifications citizenship age and degree in science

engineering or technology.
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Government may specify in this behalf, and, in addition,-

(i) """ Omitted by the Patents (Amendment) Act, 2005]

(1) has passed the qualifying examination preseribed for the purpose; or

1¥4((iii) has, for a total period of not less than ten years, functioned cither asan S 73
examiner or discharged the functions of the Controller under section 73 or both,

but ceased to hold any such capacity at the time of making the application for
registration;]

(d) he has paid such fee as may be prescribed

194[(2) Notwithstanding anything contained in sub-section (1), a person who has RR. 112,
been registered as a patent agent before the commencement of '*[the Patents 113
(Amendment) Act, 2005] shall be entitled to continue o be, or whenrequiredto

be re-registered, as a patent agent, on payment of the fees as may be

prescribed |

127. Rights of patent agents.-Subject to the provisions contained in this Act  F. 26
and in any rules made thereunder, every patent agent whose name is entered in
the register shall be entitled -

(a). to practise before the Controller; and

(b). to prepare all documents, transact all business and discharge such other

functions as may be prescribed in connection with any proceeding before the S

Controller under this Act & \a
e

128. Subscription and verification of certain documents by patent agents. - | \ s

198[+#4] All applications and communications to the Controller under this Act Y

So, in addition to this, the person should have pass the qualifying examination prescribed
for that purpose or for a total of not less than a 10 years function either as a examiner or
discharge the functions of the controller, but sees to whole any capacity at the time of

making the application.

So, the only way you can become a patent agent registered patent agent without taking
the exam is by having spent at least 10 years in the patent office, either as an examiner or
as a controller and then giving up the job to become a patent agent. So, so and there is a
fee requirement. So, if the sum up all the requirements the person should be a citizen of
India, should have reached crossed 21 years of age, should have a degree in science
engineering and technology should have taken the examination patent agent examination
and qualified it or should have in the alternative should have at least 10 years of
experience in the patent office, in addition to that. So, this is the education qualification
and the exam is one requirement because you need to satisfy both and should have paid

the fee the registration fee and the renewal fee as prescribed.

A person who has been registered as a patent agent before the commencement of the
patents act shall be entitled to continue as a patent agent. Now before the amendment a
person could take the examination even without having a degree in science and

technology. So, the now that requirement has been removed.
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(d) he has paid such lec as may be preseribed

"%((2) Notwithstanding anything contained in sub-section (1), a personwho has RR. 112,
been registered as a patent agent before the commencement of '*'[the Patents 113
(Amendment) Act, 2005 shall be entitled to continueto be, or when required to L

be re-registered, as a patent agent, on payment of the fees as may be ~ %
prescribed ]

127. Rights of patent agents.-Subject to the provisions contained in this Act T, 26

and in any rules made thereunder, every patent agent whose name is entered in

the register shall be entitled -

(a). to practise before the Controller; and

(b). to prepare all documents, transact all business and discharge such other
functions as may be preseribed in connection with any proceeding before the
Controller under this Act.

128. Subscription and verification of certain documents by patent agents. =
19%8[###] All applications and communications to the Controller under this Act
may be signed by a patent agent authorised in writing in this behalf by the
person concerned.

(2) *[Omitted by the Patents (Amendment) Act, 2002]

190 Sub-C1. (1) omitted by the Patents (At i) Act, 2005, S. 67 (a), (w.e.[. 01.01.2005). Prior to its omission,

o
sub-C1. (10 read s under.- “() is an ndv in the meaning of the Advocates Act, 1961 (25 of 1961); or” o \i
92 [nserted by Act 38 of 2002, §. 53 (w ) S 3
1 Substituted by Act 38 of 2002, 5. 53, for sub-S. (2) (w.¢.£. 20.05.2003). Prior to its substitution sub-S, (2) read as i\ 7
under:- “(2) Notwithstanding anything contained in sub-scction (1), a person who has been practising as a patent .,.,47‘ y

Now, what are the rights of a patent agent? 127 tells us that the person has a right to
practice before the controller, to prepare all document transact all business and discharge
such functions as may be prescribed with any proceeding before the controller. So, they
can practice before the controller and they can prepare documents and transact the

business of getting a patent.

Now, 128 describe certain details of the functions of a patent agent, all applications and
communications to the controller under this act may be signed by the patent agent
authorized in writing in this behalf by the person concerned. So, once an authorization is
given to a patent agent, every other communication that needs to be sent to the controller
can be signed by the patent agent. So, once a form of authorization that is form 26 is
filed in favour of a patent agent, then the patent agent need not get the signature of the
inventor or the assignee for any other matter, everything else can be signed by the patent

agent. So, the patent agent acts as the agent of the person filing the application.



(Refer Slide Time: 05:29)

e »
Ao (B i FENT AuMNC ADKC MDA AaDBC) AGHDG | ARGl AsibGed Ashocct Aasbca AWK 0 faied Anibeo daticd || A et

129, Restrictions on practice as patent agents.-(1) No person, cither alone ot $, 123
in partnership with any other person, shall practise, describe or hold himself out

as a patent agent, or permit himself' to be so deseribed or held out, unless he is
registered as a patent agent or, as the case may be, unless he and all his partners

are 5o registered

(2) No company or other body corporate shall practice, deseribe itself or hold

itself out as patent agents or permit itself to be so deseribed or held out

LDxplanation - Tor the purposes of this section, practice as a patent agent
includes any of the following acts, namely: -

(a). applying for or obtaining patents in India or elsewhere;

(b). preparing specifications or other documents for the purposes of this Act or
of the patent law of any other country; and

(¢). giving advice other than of a scientific or technical nature as to the validity
of patents or their infringement

130. Removal from register patent agents and restoration.-(1) The R.116
¥ Controller] may remove the name of any person from the register when

"%|he] 1s satisfied, after giving that person a reasonable opportunity of being

heard and after such further inquiry, if any, as he thinks fit to make -

(i) that his name has been entered in the register by error or on account of
misrepresentation or suppression of material fact;

(ii) that he has been convicted of any offence and sentenced to a term of
imprisonment or has been guilty of misconduct in his professional capacity I

There are some restriction on the practice; now the restrictions are that no person can
hold himself out as a patent agent, unless he an is part of partners are so registered. So, if
you are a single person or an association of individuals, you cannot show yourself as
partnership unless all the partners are also a patent agent, you cannot say that you cannot
call your form name and say that registered patent agents unless everybody in that form

is also a registered patent agent.

Now, no company or body corporate shall practice describe itself as patent agents or
permit itself to be described or held out. So, patent agent is something that is tied to an
individual and not to a company or a body corporate. Now the practice of the patent
agent we saw practice before the controller in the earlier section now that is mentioned
here in detail. Now what is the practice include applying for an obtaining patents in India
or elsewhere. Preparing specifications and other or other document for the purpose of
this act and of the patent law of any other country, giving advice other than of a scientific

and technical nature has to the validity of patents and their infringement.

Now, patent agent though they are required to be people who have a degree in science
engineering and technology, they cannot give advice on the technical or scientific nature.
The advice they give pertains to the validity of patents or their infringement and there we

are talking about the legal aspect of validity and legal aspect of infringement. Now they



can be removed from the register and if their name is removed they can be restore to now

the provision is given 130 deals with a details of how that can be done.
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(2) The ““[Controller] may, on application and on sufficient cause being R. 117
shown, restore to the register the name of any person removed therefrom na

131. Power of Controller to refuse to deal with certain agents.-(1) Subject to

any rules made in this behalf, the Controller may refuse to recognise as agent in

respect of any business under this Act -

(a). any individual whose name has been removed from, and not restored to, the - S. 130(1)
register,

(b). any person who has been convicted of an offence under section 123; S.123

(vi) notices of surrender of patents,

shall be signed and verified in the manner prescribed by the person making such applications or giving such notices
Provided thatif such person is absent from India, they may be signed and verified on his behallby a patent agent
authorised by him in writing in that behalf.

17 Substituted by Act 38 of 2002, S, §5, for “Central Government” (. £ 20.05.2003).

1% Substituted by Act 38 of 2002, 8. 55, (w.e.f 20.05.2003).

1% Substituted by Act 38 0 2002, S. 55, for ¢ ovemment” (w.e.[ 20.05.2003).

" Substituted by Act 38 0/ 2002, S. 55, for “Central Government” (w.e.[ 20.05.2003).

And the power of the controller to refuse the power the controller also has a power to
refuse to deal with certain persons as patent agents the details are given and 132 deals

with a saving provision.
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(c). any person, not being registered as a patent agent, who in the opinion of the
Controller is engaged wholly in acting as agent in applying for patents in India
or elsewhere in the name or for the benefit of the person by whom he is
employed; and

(d). any company or firm, if any person whom the Controller could refuse to R 119
recognise as agent in respect of any business under this Act, is acting as a
director or manager of the company or is a partner in the firm

(2) The Controller shall refuse to recognize as agent in respect of any business

under this Act any person who neither resides nor has a place of business in

India

132, Savings in respect of other persons authorized (o act as agent.-Nothing  T. 26
in this Chapter shall be deemed to prohibit -

(). the applicant for a patent **'[***] from drafting any specification or
appearing or acting before the Controller; or

(b). an advocate, not being a patent agent, from taking part in any **[hearing

before the Controller on behall of a party who is taking part in any proceeding

under this Act.|

CHAPTER XXII
INTERNATIONAL ARRANGEMENTS

Now we are already mention the only person who can represent a client before the

controller is a patent agent, but there are two exceptions that provision; obviously, an



applicant for a patent can do everything that is required to file prosecute and to get
patents granted. So, this is the do it your do it yourself way if an applicant feels that the
applicant wants to file a patent on their own they can do it. So, the applicant for a patent
can draft for any specification appear before the controller, and deal with a patent office
for all purposes. So, the applicant is given the power to do it even without a patent agent,
and an advocate not being the patent agent from can take part in a hearing before a

controller on behalf of a party, who is taking part in proceedings under this act.

So, advocates who are registered under the advocated act can appear before the
controller, where the controller calls for a hearing and we had seen that there are many
instances where the controller can call for a hearing. So, the party who is expected to
appear before the controller can authorize an advocate to appear. So, these are the two
exceptions to the people who deal with a patent office and a advocate can appear in a
hearing and a patent applica can do anything from drafting to appearing before the

controller.
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CHAPTER XV

PATENT AGENTS

108. Particulars to e contained in the register of patent agents ''’((1) The S, 123
register of patent agents maintained under section 125 shall contain the name,
nationality, address of the principal place of business, addresses of branch
offices, if any, the qualifications, the date of registration of every registered

118 Substituted vide GS R 523(E), dated 16.05.2016, w.e £ 16.05.2016. Prior to substitution, clause (¢) and proviso
thercunder read as under

“(¢) such person has been convicted of an offence and sentenced to 1 term of imprisonment or has been guilty of
misconduct in his professional capacity and the Conroller is of the opinion that s name should be removed from
the roll
Provided that, before removing the name of any person from the roll of scic
person shall be given a reasonable opportunity of being heard."

117 Substituted vide G SR S23(F), dated 16.05.2016, w.e [ 16.05.2016. Prior to substitution, sub-rule (1) read as

o advisers under this rule, such

under.

“(1) The register of patent agents maintained under section 125 shall contain the name, nationality, address of the
principal place of business, addresses of branch offices, if any, the qualifications and the date of registration of every
registered patent agent.”

Now, there are some rules on patent agents, now the rules are supplemental details
covering certain aspects of the act, now what are the details that are contained in the

register.
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(3)(3) Copies of register of patent agents shall be maintained in cach of the
branch offices;

(ii) The register of patent agents shall also contain specimen signatures and
photographs of the persons registered as patent agents.]

109. Application for registration of patent agents (1) Lvery person who
desires to be registered as a patent agent shall make an application in '*![Form

2]

(2) The applicant shall furnish such other information as may be required by the
Controller.

'[(3) A person desirous Lo appear in the qualifying examination under rule R, 110
110 shall make a request to the Controller along with the fee specified in the

First Schedule after announcement of such examination and within the period

as may be specified in the announcement ]

110. Particulars of the qualifying examination for patent agents (1) The S.126
qualifying examinationreferred to in clause (¢) (ii) of sub-section (1) of section

126 shall consist of a written test and a viva voce examination.

(2) The qualifying examinationshall consist of the following papers and marks,

namely:

Paper | Patent Act and Rules

Paper Il Drafting and interpretation of patent specifications
and other documents

e 12

Now, application how does a person make an application for registration as a patent

agent form 22 there are relevant application.
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Controller.
1((3) A person desirous to appear in the qualifying examination under rule R, 110
110 shall make a request to the Controller along with the fee specified in the

First Schedule after announcement of such examination and within the period
as may be specified in the announcement. |

110. Particulars of the qualifying examination for patent agents (1) The . 126
qualifying examinationreferred to in clause (¢) (i) of sub-section (1) of section
126 shall consist of a written test and a viva voce examination

(2) The qualifying examinationshall consist of the following papers and marks,
namely:
PaperT  Patent Actand Rules 100

Paper I Drafting and interpretation of patent specifications | 100
and other documents

Viva Voce 100

'1(3) The qualifying marks for each written paper and for the viva voce
cxamination shall be fifty percent cach, of total marks and a candidate shall be
declared to have passed the examinationonly if he obtains an aggregate of sixty
percent of the total marks.|

120 Inserted by $.0. 1418 (E), dated 28.12.2004 (w.e £ 01.01.2005)
12 Substituted by $.0. 1418 (E), dated 28122004, for “Form 23" (w.e.£ 0101 2005).

There are some details on the examination, there are two papers and a viva voce and
details about that what is the number of amount of marks you need to get in aggregate

then.
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111. Registration of patent agents After a candidate passes the qualifymg R. 110
examination specified in rule 110 and after oblaining any further information

which the Controller considers necessary he shall, on receipt of the fee
specified therefor in the First Schedule, enter the candidate’s name in the

register of patent agents and issue to him a certificate of registration as a patent

agent

HI111A - Issue of duplicate certificate of patent agents The Controller may R 111
1ssue a duplicate certificate of registration as patent agent on a request made by
the person so registered as patent agent along with fee specified in the First
Schedule and contain a statement setting out the circumstances in which the
original certificate issued under rule 111 was lost, destroyed and can not be

produced ]

112. Details to be included in an application for the registration of a patent 8. 126
agent An npp}lcnlion l‘\y a person entitled to be rrgxst_errﬂ as a patent agent L
under sub-section (2) of scction 126 shall also be made in *[Form 22
113. Registration of patent agents under section 126(2) On receipt of an §. 126(2)
application for the‘regislmlicn Pt’ a person as a patent agent u‘nder rule 112, the R 1D
Controller may if he is satisfied that the said person fulfils the conditions

specified in sub-section (2) of section 126 enter his name in the register of

patent agents %
114. Disqualilications for registration as a patent agent A person shall not .

ha alinihla ta b tamad o n matant ancnt if ha —
10| Wi A1 D TR

Then the certificate of registration that is issued to a patent agent rule 111 covers that and
issue of duplicate certificates under 111 A. 112 deals with the details be included in any

application for registration of a patent agent that is filing of form 22
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113. Registration of patent agents under section 126(2) On receipt of an- $. 126(2)
application for the registration of a person as a patent agent under rule 112, the R 112
Controller may if he is satisfied that the said person fulfils the conditions =~~~
specified in sub-section (2) of section 126 enter his name in the register of

patent agents

114, Disqualifications for registration as a patent agent A person shall not
be eligible to be registered as a patent agent, if he-

(1) has been adjudged by a competent court to be of unsound mind;
(i
(iii) being a discharged insolvent, has not obtained from the court a certificate
to the effect that his insolvency was caused by misfortune without any
misconduct on his part,

is an undischarged insolvent;

(iv) has been convicted by a competent court, whether within or outside India
of an offence to undergo a term of imprisonment, unless the offence of which
he has been convicted has been pardoned or unless on an application made by
him, the Central Government has, by order in this behalf, removed the
disability;

(v) being u legal practitioner has been guilty of professional misconduet; or

(vi) being a chartered accountant, has been guilty of negligence or misconduct

patent agents shall be subject to the payment of the fees specified therefor in

115, Payment of fees The continvance of a person’s name i the register of
the First Schedule §8 § 7

PTTIRTIe — p— Fua s

113 deals with a registration of patent agents under section 126 2 the details of how the
procedure happens. 114 talks about a disqualifications like scientific advices there are

certain things that can disqualify a patent agent, if he is been adjudged by a competent



court to be of unsound mind, if he is an un-discharged insolvent or a discharge solvent

who is not obtained a certificate, they tend to be similar.
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(11) 1s an undischarged msolvent;

(111) being a discharged insolvent, has not obtamned from the court a certificate
1o the effect that his insolvency was caused by misfortune without any
misconduet on his part,

(iv) has been convicted by a competent court, whether within or outside India
of an offence to undergo a term of imprisonment, unless the offence of which
he has been convicted has been pardoned or unless on an application made by
him, the Central Government has, by order in this behalf, removed the
disability,

(v) being a legal practitioner has been guilty of professional misconduct; or
(vi) being a chartered accountant, has been guilty of negligence or misconduct

115, Payment of fees The continuance of a person’s name in the register of°
patent agents shall be subject to the payment of the fees specified therefor n
the First Schedule

116. Removal of & name from the register of patent agents (1) The §. 130
Controller may delete from the register of patent agents, the name of any patent

12 nserted by $.0. 1418 (E), dated 28.12.2004 (w.¢.£. 01.01.2005).
123 Substituted by $.0. 1418 (E), dated 28.12.2004, for “Form 23" (w.c.£ 01.01.2005).

Additionally you have being legal practitioner who has been professional of who has
been guilty of professional misconduct or being a chartered accountant, being guilty of

negligence on misconduct.

So, these two additional requirements are there; then 115 deals with a payment of fees
the fees as mentioned in the first schedule and 116 on removal of the name of a patent

agent.
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agenl-
(a) from whom a request has been received o that effect; or
(b) when he 1s dead, or

(¢) when the Controller has removed thename of a person under sub-section(1) 8. 130(1)
of seetion 130; or

130 (d) if he has defaulted in the payment of fees specified in rule 115, by more R. 113
than three months after they are due; o

(¢) ifhe 510 be a citizen of India

Provided that except under clause (a) and (b), before removing the name of any

person [rom the register of patent agents under this rule, such person shall be

given a reasonable opportunity of being heard.|

(2) The removal of the name of any person from the register of patent agents
'¥'[shall be published] and shall be, where relevant forthwith communicated to

the person concerned

117. Restoration of name of persons removed from the register of patent S, 130(2)
agents (1) An application for the restoration of the name of any person L
removed from the register of patent agents under sub-section (2) of section 130~
shall be made in '*(Form 23] within two months from the date of such

removal %

(2) If the name ol a person is restored to the register of patent agents, his name

e 1 WA Tz o

The circumstances in which a person’s name can be removed; now default of payment of
fees something that is a prominent reason why the name of a patent agent is removed

from the register and when the patent agent dies, his name is gain removed.
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117. Restoration of name of persons removed from the register of patent S, 130(2) A
agents (1) An application for the restoration of the name of any person
removed from the register of patentagents under sub-section (2) of section 130
shall be made in '*(Torm 23] within two months from the date of such
removal

F23

(2) If the name of'a person is restored to the register of patent agents, his name
shall be continued therein for a period of one year from the date on which his
last annual fee became duc

¥((3) The restoration of a name 1o the register of patent agents shall be o
communicated to the patent agent and also published on the official website.|

118. Alteration of names ctc in the register of patent agents (1) A patent 8. 125(1)
agent may apply for the alteration of his name, address of the principal place of
business and branch offices, if any, or the qualifications entered in the register
of patent agents, c-mail address, telephone number, fax number or any other
particulars under sub-section (1) of section 125. On receipt of such application

12 Substituted vide GSR. S23(E), dated 16.05.2016, we £ 16052016, Prior to substitution, clause (a) read as
under

“(d) e has defaulied in the payment of fees specified in rule 115, by more than three months afer they are due.”
ubstituted by $.0. 1418 (E), dated 28.12.2004, for “shall be notifiedin the Official Gazette” (w.c £ 01.01.2005).
2 Substituted 1418 (E), dated 28.12 2004, for “Form 24” (w.e £ 0101 2005)

12 Substituted vide GSR. S23(E), dated 16.05.2016, w.e. £ 16.05.2016. Prior to substitution, sub-rule (3) read as
under.

“(3) The restoration of a name 1o the register of patent agents shall be published and communicated 1o the person % i
concemed.” '
130 Substituted vide GSR 523(E), dated 16.05.2016, w.¢.£ 16.05.2016. Prior to substitution, sub-rule (1) read as ¥

T TR

Now, 117 deals with a restoration of name of. So, persons who were whose names were
removed and the form 23 is the form that is used for that, and 118 deals with the

alteration of names in the register I have some detail needs to be supplemented change of



address, change of E mail ids, telephone numbers there are provisions to take care of

that. So, that their register stands updated.
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and the fee specified therefor in the First Schedule for such request for
alteration of particulars, the Controller shall cause the necessary alterations to
be made in the register of patent agents |

(2) Every alteration made in the register of patent agents '"'[shall be
published |

119. Refusal to recognise as patent agent If the Controller is of the opinion S, 131(d)
that any person should not be recognised as a patent agent in respect of any

business under the Act as provided in sub-section (1) of section 131 thereof, he

shall communicate his reasons to that person and direct him to show-cause why

he should not refuse to recognise him as such agent, within such time as he may

allow, and after considering the reply, if any, of that person and giving him an
opportunity of being heard, the Controller may pass such orders as he may

deem fit

120. Publication of the names of patent agents, registered under the Act
T'he names and addresses of persons registered as patent agents shall from time
to time be published 2| **¥)

P
CHAPTER XVI F %
MISCELLANEOUS i\

Now, the controller also we had seen that has the power under section 131 to refuse to
deal with or recognize patent agent, the details of that is given in rule 119 and rule 120

calls for the publication of name. So, of patent agents registered under the act.



