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AMENDMENT OF APPLICATIONS AND SPECIFICATIONS

57. Amendment of application and specification before Controller.-(1) S.59
Subject to the provisions of section 59, the Controller may, upon application R 14
made under this section in the prescribed manner by an applicant for a patent 63 811
or by a patentee, allow the application for the patent or the complete oy
specification '[or any document related thereto] to be amended subject to

such conditions, if any, as the Controller thinks fit: K13

Provided that the Controller shall not pass any order allowing or refusing
an application to amend an application for a patent or a specification '“[or
any document related thereto] under this section while any suit before a
court for the infringement of the patent or any proceeding before the High
Court for the revocation of the patent is pending, whether the suit or
proceeding commenced before or after the filing of the application to amend.
(2) Every application for leave to amend an application for a patent "[or a
complete specification or any document related thereto] under this section
shall state the nature of the proposed amendment, and shall give full
particulars of the reasons for which the application is made,

(3) "[Any application for leave to amend an application for a patent or a
complete specification or a document related thereto under this section made

after the arant af natent and the natiure af the nranneed amendment mav he

Amendments during prosecution: chapter 10 of the patents act deals with amendments of
application and specification, 57 talks about amendment of an application and
specification before the controller generally, what are the kinds of amendments and what

is the procedure to be followed.
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person by whom the application under this section is made and shall give to F. 14
that person and to the opponent an opportunity to be heard before he decides

the case.

(5) An amendment under this section of a complete specification may be, or
include, an amendment of the priority date of a claim,

(6) [ The provisions of this section shall be without prejudice to the right
of an applicant for a patent to amend his specification or any other document
related thereto to comply with the directions of tlie Controller issued before
the grant of a patent.]

58. "[Amendment of specification before Appellate Board or High S.59
Court.~(1) In any proceeding before the Appellate Board or the High Court
for the revocation of a patent, the Appellate Board or the High Court, as the
case may be, may, subject to the provisions contained in section 59, allow
the patentee to amend his complete specification in such manner and subject
to such terms as to costs, advertisement or otherwise, as the Appellate Board
ar the Hioh Conrt mav think fit_and if in anv nroceedinas for revoeation the

57 states in subsection 6, the provision of the section shall be without prejudice to the
right of an applicant for a patent to amend this specification or any other document
related thereto to comply with the directions of a controller issued before the grant of a
patent. So, if the controller issues a direction for amendment before the grant of a patent,
which is what we call amendment during prosecution, then it shall be without prejudice

to the provisions of 57.

So, you will find under section 15 the controller may ask the applicant to amend the
applicant can amend. So, that need not follow the procedure it is without prejudice to the
procedure mentioned in section 57, and the controller may ask an amendment in cases of
potential infringement, a controller may ask a reference to be made in case of
anticipation, in all these cases the amendments that occur are amendments that are
conduct or carried out during prosecution and that comes under section 57 6. Those
amendments that are carried before the grant of a patent shall be without prejudice to the

right of an applicant.

Amendment of application and specifications; section 57 amendment of application and
specification before controller, under section 57 when an application is made under this
section in a prescribed manner by an applicant for a patent or by a paternity, which
means section 57 is applicable for amendments before the grant applicant and

amendments after the grant by the paternity, allow the application for the patent or



complete specification or any document. Now these are the three categories of
amendments, you can amend the application for a patent the com that is form 1, and a
company in documents you can amend a complete specification that is form 2, and you
can amend any other document like drawings or any other document that you will file
along with your patent applications. To be amended subject to such conditions if any as a

controller things fit.

Now, the provisor says that it shall be the controller shall not pass any order allowing or
refusing amendment, while a suit is for infringement is pending before a high court so,

that is an exception.
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such conditions, 1rany, as the Controller Thinks TiT:

Provided that the Controller shall not pass any order allowing or refusing
an application to amend an application for a patent or a specification '“[or
any document related thereto] under this section while any suit before a
court for the infringement of the patent or any proceeding before the High
Court for the revocation of the patent is pending, whether the suit or
proceeding commenced before or after the filing of the application to amend.

(2) Every application for leave to amend an application for a patent [or a
complete specification or any document related thereto] under this section
shall state the nature of the proposed amendment, and shall give full
particulars of the reasons for which the application is made,

(3) 5[ Any application for leave to amend an application for a patent or a
complete specification or a document related thereto under this section made
after the grant of patent nndf the nature of the proposed amendment may be
published;]

(4) Where an application is ''"[published] under sub-section (3), any person
interested may, within the prescribed period after the '"[publication]
thereof, give notice to the Controller of opposition thereto; and where such a
notice is given within the period aforesaid, the Controller shall notify the g, g1(3)

Now every application for leave to amend an application for a patent or a complete
specification or any document, under the section shall state the nature of the proposed
amendment. So, leave to amend means the permission to amend. So, the procedure
requires you to take permission before an amendment, and there you have to mention the
nature of the proposed amendment. What is the nature of the proposed amendment and
shall give full particulars for the reasons for which the application is made. So, the
natures of the proposed amendment and the reasons for the amendment have to be

mentioned.

Three; any application for leave to amend which is the permission to amend an

application for a patent or a complete specification or a document, made after the grant



of a patent and the nature of the proposed amendment may be published. So, an
amendment after the grant needs to be published. Now this is a critical distinction
between amendments made before the grant and after the grant. Amendments before the
grant are much easier, it can be done before the patent office and those amendments need
not be published. But all amendments after the grant require publication and once
proposed amendment is published, it could also trigger opposition proceedings you find
that in the next subsection. When an application is published under subsection 3, any
person interested may give notice to the controller of opposition. So, amendments can

also be opposed.

But the amendments that can be opposed are only amendment after the grant. 5 an
amendment under the section of a complete specification may be or include an
amendment to the priority date of a claim. So, not only can you amend forms form 1 and
form 2, the accompanying details of a patent the substantive details of an invention you
could also carry an amendment to the priority date of a claim. And we are already seen
subsection 6, which says that this provision is without prejudice to the amendments that
are carried before the controller in pursuance to the directions issued by the controller

before the grant of a patent.
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related thereto to comply with the directions of the Controller issued before
the grant of a patent.]

58. 1[Amendment of specification before Appellate Board or High S.59
Court.-(1) In any proceeding before the Appellate Board or the High Court

for the revocation of a patent, the Appellate Board or the High Court, as the

case may be, may, subject to the provisions contained in scction 59, allow

the patentee to amend his complete specification in such manner and subject

to such terms as to costs, advertisement or otherwise, as the Appellate Board

or the High Court may think fit, and if in any proceedings for revocation the
Appellate Board or the High Court decides that the patent is invalid, it may

allow the specification to be amended under this section instead of revoking

the patent.

(2) Where an application for an order under this section is made to the
Appellate Board or the High Court, the applicant shall give notice of the
application to the Controller, and the Controller shall be entitled to appear
and be heard, and shall uppc;r if so directed by the Appellate Board or the
High Court,

(3) Copies of all orders of the Appellate Board or the High Court allowing
the patentee to amend the specification shall be transmitted by the Appellate
Board or the High Court to the Controller who shall, on receipt thereof,
cause an entry thereof and reference thereto to be made in the register. |

Now, 58 deal with amendment of specification before the appellate board or the high

court; now 58 tells us that if the amendment has to be done before the appellate board or



the high court, it already tells us that there is a grant of a patent. So, before the appellate
board or before the controller where there are revocation proceedings in any preceding
before the appellate board or high court for the revocation of a patent, now the appellate
board proceedings which have come up on appeal now if an application is rejected under
section 15, that could be taken up before the appellate board and in the preceding there

could be an amendment to that application.

But in cases of revocation the appellate board also has revocation powers, in case of
revocation of a patent the appellate board and the high court will be looking at a granted
patent. As the case may be may subject to provisions of subsection of section 59, allow
the paternity to amend his complete specification in such manner and subject to such
terms as to cost advertise or advertisement or otherwise as appellate board or the high
court may think fit. And if any proceedings for revocation the appellate court may decide
the patent is invalid it may allow the specification to be amended under the section

instead of revoking the patent.

This provision tells us that wherever there is an amendment it has to be advertised and in
case court or the appellate board comes to a conclusion that the patent is invalid instead
of revoking the patent, if the patentee offers an amendment and if the an amendment can
be carried out and if the patent can be allowed, then the appellate board of the high court

instead of revoking it would allow the amendment.

Now, this option is there in section 15 as well as in section 25 4. The controller has the
power instead of revoking or refusing an application or revoking a patent, he has the
power to amend and maintain the patent. So, similar power is given to the appellate

board and the high court.
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(3) Copies of all orders of the Appellate Board or the High Court allowing
the patentee to amend the specification shall be transmitted by the Appellate
Board or the High Court to the Controller who shall, on receipt thereof,
cause an entry thereof and reference thereto to be made in the register.]

"' Substituted by the Patents (Amendment) Act, 2005, 8. 40 (c), for sub-S. (6) (w.¢.. 01.01.2005). Prior to its
substitution, sub-S. (6) read as under:- *(6) The provisions of this section shall be without prejudice to the right of an
applicant for a patent to amend hi ification *[or any document relating thereto] to comply with the directions of
the Controller issued before the acceptance of the complete specification *[along with other documents filed by the
applicant] or in the course of proceedings in opposition to the grant of a patent.” - *Inserted by the Act 38 of 2002,
S, 28 (w.e.f. 20.05.2003).

120 Substituted by the Patents (Amendment) Act, 2005, S. 41 for 8. 58. Prior to its substitution, S. 58 read as under;-
38, Amendment of specification before High Court. - (1) In any proceeding before the High Court for the
revocation of a patent, the High Court may, subject to the provisions contained in section 59, allow the patentee to
amend his complete specification in such manner and subject to such terms as to costs, advertisement or otherwise,
as the High Court may think fit, and if in any proceedings for revocation the High Court decides that the patent is
invalid, it may allow the specification to be amended under this section instead of revoking the patent.

(2) Where an application for an order under this section is made to the Higl. Court, the applicant shall give
notice of the application to the Controller, and the Controller shall be entitled to appear and be heard, and shall
appear if so directed by the High Court.

(3) Copies of all orders of the High Court allowing the patentee to amend the specification shall be

3, : i A S
transmitted by the High Court to the Controller who shall on receipt thereof cause an entry thereol and reference 5‘ n
thereto to be made in the register.” §
X,
AS "
PTEL
- 5 - N + 1901

Now, the appellate board or the high court shall give notice to the application to the

controller, and the copies of all orders shall be passed on transmitted to the controller and

the controller shall correct the register.
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59. Supplementary provisions as to amendment of application or
specification.-'[(1) No amendment of an application for a patent or a
complete specification or any document related thereto shall be made except
by way of disclaimer, correction or explanation, and no amendment thercof
shall be allowed, except for the purpose of incorporation of actual fact, and
no amendment of a complete specification shall be allowed, the effect of
which would be that the specification as amended would claim or describe
matter not in substance disclosed or shown in the specification before the
amendment, or that any claim of the specification as amended would not fall
wholly within the scope of a claim of the specification before the
amendment.]
12((2) Where after the date of grant of patent any amendment of the
specification or any other documents related thereto is allowed by the
Controller or by the Appellate Board or the High Court, as the case may
be,— I

(a). the amendment shall for all purposes be deemed to form part of the

specification along with other documents related thereto;

(b). the fact that the specification or any other documents related thereto

has been amended shall be published as expeditiously as possible; and
() the right of the annlicant or natentee to make amendment shall not he

¥ B %

So, if there is some amendment the register needs to be corrected. 59 talks about the

scope of amendment, what can be amended and what cannot be amended. 59

supplementary provisions as to amendment of application or specification, amendments

can only be made by way of a disclaimer correction or an explanation. So, the kind of



permitted amendments are disclaimer by which you give up something, correction by
which you carry out a error which is corrected or explanation something is not clear you
explain it. It also says that no amendments shall be allowed except for the purpose of
incorporation of an actual fact. So, what you include in an amendment is an actual fact,
amendment is only for errors of fact or omissions of fact and further 59 says that no
amendment shall be allowed the effect of which would be that specification as amended
would claim or describe matter not in substance disclosed or shown in this specification

before the amendment.

And that any claim of the specification as amended would not fall wholly within the
scope of the claim of the specification before the amendment. This incorporates the
principle of fare basis if you amend your specification by amending you should not be
claiming or describing matter that was not disclosed in the specification before the
amendment. And if you make some change to the claim the claim will still have to be
fairly based on what you have disclosed before the amendment. So, you cannot in other
words expand the scope of your invention, which brings a principal in patent
amendments is that the amendments can only be done to narrow down the scope of an

invention you cannot expand the scope of an invention.

Now, what do you need to do if you want to expand the scope of an invention? You
simply file a patent of addition or if it warrants you file another patent application. So, if
the object is to expand the scope you want to include another modification or you want
to include another improvement to an existing invention, then you do not carry an

amendment for that what you do is you file a patent of addition.
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shall be allowed, except Tor the purpose of ncorporation of actual fact, and
no amendment of a complete specification shall be allowed, the effect of
which would be that the specification as amended would claim or describe
matter not in substance disclosed or shown in the specification before the
amendment, or that any claim of the specification as amended would not fall
wholly within the scope of a claim of the specification before the
amendment.]
12[(2) Where after the date of grant of patent any amendment of the
specification or any other documents related thereto is allowed by the
Controller or by the Appellate Board or the High Court, as the case may
be,—

(a). the amendment shall for all purposes be deemed to form part of the

specification along with other documents related thereto;

(b). the fact that the specification or any other documents related thereto
has been amended shall be published as expeditiously as possible; and
(c). the right of the applicant or patentee to make amendment shall not be
called in question except on the ground of fraud.] T
(3) In construing the specification as amended, reference may be made to the
specification as originally accepted.

So, patent of addition in that way is connected to amendment itself. Now subsection 2
says that then after the grant of a patent any amendment is done is allowed by the
controller or the appellate board or the high court, the amendment shall deem to form a
part of the specification along with other documents, the fact that the other documents
relate thereto (Refer Time: 11:26) shall be shall be published there shall be publication
the right of the applicant of patentee to make an amendment shall not be called to

question except on ground of fraud.

Now, in construing the specification as amended reference shall be made to the
specification as originally accepted. So, these are the principles that normally follow an
amendment. An amendment cannot be questioned except on ground of fraud. So, fraud
vitiates an amendment that is carried to the patent. Section 64 1 o states that as one of the
grounds of revocation of a patent that they leave to amend the complete specification

under section 57 or section 15 and was obtained by fraud.



(Refer Slide Time: 12:28)

H o038 Patents Rules [Compatibiity Mode] - Word

Flo  Homo lset Design Loyout Reforonces Mallngs Review View Design Layout Q) Tollme what you wantfo de

CHAPTER IX

AMENDMENT OF APPLICATION, SPECIFICATION OR ANY DOCUMENT
RELATING THERETO

81. Amendment of application, specification or any document relating 8. 57
thereto (1) An application under section 57 for the amendment of an R. 14
application for a patent or a complete specification or any document related ~ F. 13
thereto shall be made in Form 13

(2) If the application for amendment under sub-rule (1) relates to an

application for a patent which has not been */[granted], the Controller shall
determine whether and subject to what conditions, if any, the amendment

shall be allowed.

%[3(a) If the application for amendment under sub-rule (1) is made after
grant of patent and the nature of the proposed amendment is substantive, the
application shall be published.

(b) Any person interested in opposing the application for amendment shall . 14
give a notice of opposition in Form 14 within three months from the date of
publication of the application.

1o} Tha meanadisa smanifiad tn milan £7 40 £2 walaiine ta tha Bliaa Al somitian DD &7 2
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So, if you obtain the leave to amend by fraud that could be a ground for challenge. The
relevant rules for amendment of application specification or any other document is
contained in rule 81. Rule 81 amendment of application specification or any other
document relating thereto. The amendment of an application under section 57 has to be
done in form 13. Form 13 is the form that is used for amending specifications or
document or the application for patent itself. 81 2 states that if the application for the
amendment has not been granted, the controller shall determine whether and such and

subject to conditions if any the amended should be allowed.

Three a says if the amendment under rule one is made after the grant then the nature of
the proposed amendment is substantive. So, two things the amendment is after the grant
and the proposed amendment is substantive. So, I kept using the word substantive as
supposed to clerical. Now we understand that if it is after the grant and the amendment is
substantive the applications shall be published. So, publication comes in not in every
case where the amendment happens after the grant, there is an additional requirement
that though the amendment happens after the grant the nature of the post amendment has
to be substantive. So, if it is not substantive it need not be published; b any person can
give notice of opposition in form 14 within 3 months from the date of publication of the

application.



So, form 14 is used for notice of opposition of amendment. Now the form fourteen is a
common form for notice of opposition of a amendment of restoration surrender of patent
grant of compulsory license and correction of clerical errors. So, all these provisions has

form 14, but form 7 is used for notice of opposition in the case of a post grant opposition.

(Refer Slide Time: 14:31)

(b) Any person interested in opposing the application for amendment shall — F. 14
give a notice of opposition in Form 14 within three months from the date of
publication of the application.

(¢) The procedure specified in rules 57 to 63 relating to the filing of written ~ RR. §7-63
statement, reply statement, leaving evidence, hearing and costs shall, so far

as may be, apply to the hearing of the opposition under section 57 as they

apply to the hearing of an opposition proceeding.]

82. Preparation of amended specifications, ete. Where the Controller S.57
allows the application for a patent or the complete specification or any other

document to be amended, the applicant shall, if the Controller so requires

and within the time to be specified by him, leave at the appropriate office an

amended application or the specification of the other document, as the case

% Substituted by S.0. 1418 (E), dated 28.12.2004, for “accepted” (w.c.f. 01.01,2005).
% Substituted by S.0. 1418 (E), dated 28.12.2004, for sub-R. (3) (w.c.f. 01.01.2005).

So, form 4 form 7 and form 14 are used for different kinds of oppositions. The procedure
specified in rule 57 to 63 relating to return statement reply statement leaving evidence

hearing and cause. So, far as maybe apply for a hearing of a position under section 57.

Now, we saw that rules 57 to 63 are provisions pertaining to how post grant opposition
has to be conducted, the same procedure will follow for opposition of amendments 2 82
preparation of amendment specification etcetera. Where the controller allows the
application for a patent or any other document the applicant shall if the controller. So,
requires and within the time speed it is specified by him leave at the appropriate office an

amended application or specification as the case may be in accordance with the rules.
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may be, in accordance with the provisions of these rules.

%83, Publication of the amendment allowed The amendments allowed S.5
after a patent has been granted, shall be published.]

CHAPTER X
RESTORATION OF PATENTS
84, Restoration of patents (1) An application for the restoration of a patent 8. 60(2)
under section 60 shall be made in Form 15, R 15

(2) Where the Controller is satisfied that a prima facie case for the
restoration of any patent has not been made out, he shall intimate the
applicant accordingly and unless the applicant makes a request to be heard in
the matter within one month form the date of such intimation the Controller

So, and copy of the amended document be it application specification or any other
document, has to be left at the appropriate office. Now 83 publication of amendments
allowed the amendment allowed after the patent has been granted shall be published we

saw this in section 57.



