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“[14. Consideration of report of examiner by Controller.-Where, in RR. 14
respect of an application for a patent, the report of the examiner received by
the Controller is adverse to the applicant or requires any amendment of the

The words “as the Controller may direct” omitted by Act 38 of 2002, S. 11 (w.e.f, 20.05,2003)

 Substituted by the Patents (Amendment) Act, 2003, S. 13, for “it has been accepted” (w.e.f. 01,01,2003).
 Substituted by the Patents (Amendment) Act, 2003, S. 14, for Ss. 14 and 13 (w.c.L. 01.01.2003). Prior to their
substitution, Ss. 14 and 15 read as under:= “14. Consideration of report of exammer by controller = Where, in
respect of an application for a patent, the report of the examiner received by the Controller is adverse to the
applicant or requires any amendment of the application or of the specification (o ensure compliance with the
provisions of this Act or of the rules made thereunder, the Controller, before proceeding (o dispose of the application
in accordance with the provisions heremafter appearing, shall communicate the gist of the objections to the applicant
and shall, if so required by the applicant within the prescribed time give him an opportunity of being heard.

15, Power of Controller to refuse or require amended applications in certam cases - Where the Controller is
satisfied that the application or any specification or any other document filed in pursuance thereof does not comply
with the requirements of this Act or of any rules made thereunder, the Controller may require the application,
specification, or any other document filed as the case may be, to be amended to his satisfaction before he proceeds
with the application or refuse the application on failure to do s0.” - Substituted by Act 38 of 2002, 8. 12 (.¢.f
20.05,2003).
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Section 14: consideration of report of the examiner by the controller. Under section 13
the examiner prepares the report and the report is now sent to the controller. Section 14
states that where in and respect of an application for a patent the report of the examiner

received by the controller is adverse to the applicant or requires any amendment of the
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application, the specification or other documents to ensure compliance with
the provisions of this Act or of the rules made there under, the Controller,
before proceeding to dispose of the application i accordance with the
provisions hereinafter appearing. shall communicate as expeditiously as

possible the gist of the objections to the applicant and shall. if so required by
the applicant within the prescribed period. give him an opportunity of being
heard

15. Power of Controller to refuse or require amendment of applications,
et in certain cases.-Where the Controller is satisfied that the application
or any specification or any other document filed i pursuance thereof does
not comply with the requirements of this Act or of any rules made
thereunder, the Controller may refuse the application or may require the
application, specification or the other documents, as the case may be, to be
amended to his satisfaction before he proceeds with the application and
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16. Power of Controller to make orders respecting division of RR. 13(2),
application.-(1) A person who has made an application for a patent under  24B(2)

Now, the specifications or other documents to ensure compliance with the provisions of
this act or of the rules made there under the controller before proceeding to dispose of
the application in accordance with the provisions. Herein, appearing shall communicate
as expeditiously as possible the gist of the objections to the applicant and shall if no if so,
required by the applicant within the prescribed period give him an opportunity of being

heard.

Section 14 if you go to the patent of its website there are controllers decision 1000s of
decisions have now been posted many of the decisions are opinions of the controller
opinions that are given either granting a patent or rejecting an application. So, these are
the patent of his decision what we call the controllers decisions most of the controllers
decision will start with the section 14. Herein, the controllers decision will say that there

was a section 14 herein and later on the decision could be passed under section 15.

Section 14 comes into operation it is important to understand this section 14 comes into
operation when the report received by the controller is adverse to the applicant this is
when it comes into operation if the report received by the controller is perfectly fine
there is nothing adverse to the applicant and is most likely would result in a grant then
the proceeding or the situation mentioned in 14 does not apply. Section 14 kicks in only
when the report of the examiner received by the controller is adverse to the applicant or

requires any amendment. So, amendment is again an indication that something is not



perfect an adverse report is again an indication that something is not perfect. So, section
14 triggers or kicks in instances where the application is not in perfect order either the
report says something adverse against the applicant or it requires the documents the

specification and other documents file requires amendment to comply with the act.

Now, under section 14 once the report is adverse or the examiner as indicated certain
amendments need to be made before proceeding to dispose of the application the
controller shall one communicate the gist of the objections and if the applicant. So,
requires give the applicant a herein. So, what will be the controller do the controller on
understanding that there is in the report is adverse to the applicant or the report requires
the applicant to mix amendments will communicate the gist of the objections to the
applicant and give the applicant an opportunity of herein the applicant if the applicant

requires the herein.

So, this is all section 14 is about section 14 is normally used by the controllers to give the
applicant herein. So, when an applicant receives a section 14 notice most likely the
section 14, notice will say that what are the objections that the applicant needs to get
over or what are the adverse observations given by the examiner. So, this will be

communicated to the applicant.

So, section 14 is only a process by which the controller can intimate the objections and
call the applicant for a herein section 14 does not give a the power to pass any orders
there is no order that can be passed under section 14, whereas section 15 gives the
controller the power to pass order the power to refuse an application comes under section

15.
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Explanation — Tor the purposes of this rule, the expression
"communication device" shall have the same meaning as assigned 1o it in
clause (ha) of sub-section (1) of section 2 of the Information Technology
Act, 2000 (21 of 2000).

(7) In all cases of hearing, writien submissions and the relevant documents,
if any, shall be filed within fifteen days from the date of hearing |

0284, Procedure in relation to consideration of report of examiner . 14
under section 14 R28
In case the applicant contests any of the objections communicated to him,

Substituted by $.0. 1418 (T), dated 28.12.2004, for “specified” (w.c.f. 01.01.2005).
* Substituted by S.0. 1118 (F), dated 28.12.2004, for “accept the specification” (w.e.[. 01.01.2005)
* Inserted vide G SR $23(T), dated 16052016, we [ 16052016

@ Tnserted by S.O. 1418 (), dated 28.12.2001 (w.e.[. 01.01.2005),

Rule 28 A procedure in relation to consideration of report of examiner under section 14
we had seen that the examiner sends a report to the controller under section 14 the report
is actually sent covering aspects of section 12 and 13, but the consideration of the report
by the examiner by the consideration of the report by the controller is dealt with in
section 14. And we had seen in section 14 that when the controller receives the report
from the examiner and the controller finds that it is adverse to the applicant or requires

any amendment to the application.

Now he receives the report of the examiner and the controller feels that there is
something adverse to the applicant in the report in the sense that the con examiner had
made certain observation which may not result in the grant of a patent that is why we say
it is adverse the findings of the examiner are adverse to the applicant or the examiner has

indicated that it requires an amendment.

So, we understand an adverse report as something saying that certain things are not
patentable certain conditions of patentability have been not been met or it falls within
certain exemptions of patentability or the application does not satisfy certain things
mentioned certain requirements under section 10. The examiner could also say for
instance if the best method is not disclosed which is a requirement under section ten the
examiner can say that they can be an appropriate amendment to introduce the best

method this is one thing which is the examiner can say. So, that is why we find in the



language of section 14 that if the controller finds the report of the examiner to be adverse
to the applicant or it requires an amendment of the application. So, these are the two
instances where the controller can call for a herein. So, the examiner’s report has
something adverse in it or it requires an amendment then the controller can call for a

herein.

Now, what is the procedure to be followed in relation to consideration of the report of the
examiner under section 14 it is a very simple procedure we had seen in detail how rule
28 operates. Rule 28 pertains to the procedure in case of anticipation by prior publication
we saw how the objections are communicated and on what basis they are done and time
is given there is a notice period and there is a herein the same procedure applies in case

of 20; rule 28 also the rule says.
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the procedure specified under rule 28 may apply.|

29, Procedure in case of anticipation by prior claiming S 13(1)
(1) When it is found that the invention so far as claimed in any claim of the
complete specification, is claimed in any claim of any other specification
falling within clause (b) of sub-section (1) of section 13, the applicant shall
be so nformed and shall be atforded an opportunity to amend his
specification

#11(2) If the applicant’s specification is otherwise in order for grant and an
abjection under clause (b) of sub-section (1) of section 13 is outstanding, the
Controller may postpone the grant of patent and allow a period of two
months for removing the objection.|

30. Amendment of the complete specification in case of anticipation S.133)

—

e
§
L
¥

(1) If the applicant so requests at any time, or if the Controller is satisfied
that the objection has not been removed within the period referred to in sub-
clause (2) of rule 29, a date for hearing the applicant shall be fixed forthwith
and the applicant shall be given at least ten days” notice of the date so fixed i
The annlicant shall as soon as nossihle nafifv the Contraller whether he

L T

o ,/

In case the applicant; cannot test any of the objections communicated to him the
procedure is specified under rule 28 may apply. So, it is the same thing. So, the
objections that an applicant would deal in case of section 13 those objections under
section 13 that is sec objections to the regard to anticipation the manner in which he
would deal with the patent office is the same whether it is an objection for prior
publication anticipation by prior publication under section 13 or an objection under

section 14 and we saw that the objections could be any adverse finding or requirement of



amendment. So, the procedure the objection is communicated the reply is given then

notice is called for herein.

This procedure will be same regardless of whether it is an objection under section 13
anticipation by prior publication or whether it is an adverse finding or an requirement for
or the examiner makes a requirement for amendment. So, we understand that when an
examiner makes an objection be it on anticipation on amendment on any other adverse
finding the controller will communicated to the applicant, and the applicant will get the

same opportunity to defend.

So, he can file is reply and request for a herein the controller will give a notice period
subject to a certain conditions. And there will be a based on the notice there will be a
herein. So, this procedure is the same regardless of whether the examiners objections

pertain to anticipation or whether it pertains to amendment or any other adverse finding.



