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How to Catch an Invention

How to catch inventions?
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Look for the disclosure

. Physical embodiments are different from written disclosure

£

To look for an invention, the first thing is to look for a disclosure, inventions are nothing

but disclosures which are made in a way in which you can get a patent granted. So, if the

disclosure is patentable, that is what we call a patentable invention. So, where do you

look for a disclosure? A disclosure you have to bear in mind, is a written disclosure

which is different from the physical embodiment of the invention itself, the physical

embodiment is different from the written disclosure for instance, this is how a remote-

control device looks like, there is a interface, there are some buttons and typically it is in

a standard form. This could be understood as a physical embodiment or how it will look?

If it is in its physical state.
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Whereas, when the same invention is described in a written form , it is described as a
disclosure, here you have an invention this pattern describes an intelligent programmable
universal remote-control device, which can be used by a user to control any device, that
responds to commands and via infrared bluetooth or other wireless personal network

technology.

Now, the description as you just saw, the written description is much different from the

physical embodiment itself.
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Look for the disclosure

. Physical embodiments are different from written disclosure
«  Invention disclosure form
i Interviewing the inventor



Now, normally you would expect the disclosure to be made, in what is called an
invention disclosure form or I D F for short. The invention disclosure form will have
various columns which you would ask the inventor to fill, it could have something on
what is the field of knowledge, it could have something on the background art, it could
have something on similarities with existing inventions, it could have something on users

advantages the inventive features.

So, the invention disclosure form will have quite a lot of quite a lot of information, for
the to be filled by the inventor. Another way to get information from the inventor is, by
interviewing the inventor. This is the traditional way in which the patent attorney,
interviews the inventor asks a series of questions, gets replies to the questions and

eventually will be able to get a good disclosure from the inventor through the interview.
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Importance of disclosure

. Disclosure

= Search the prior art
- Draft the patent specification

How important is the disclosure? Now the disclosure can be used to search the prior art.
So, the how effective the disclosure is? Will result in how good the patentability search
report will eventually be. So, the disclosure can be used to search for the prior art, and it
can also be used to draft the patent specification itself, because it is the disclosure that

the inventor makes, that eventually gets into the patent specification.
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Requirements of disclosure

*  Fully and particularly describe the invention

*  Fully and particularly describe its operation / use

. Fully and particularly describe method of performance
. Disclose the best method of performance - claim

. Claims
- Clear and succinct
- Fairly based on matter disclosed

Requirements of a disclosure, now this is the language that is there in the patents act it
should fully and particularly describe the invention, particularly means it should describe
it in a in with the details , it should also describe the operation or use, it should describe

the method of performance and also the best method.

Now, the best method is something which would be claimed the best method of
performing the invention will be claimed, and the claims by itself should be clear and
succinct, and it should be fairly based on what was disclosed? The claim of a patent
specification is the concluding part of the patent specification, where a patent an

invention is claimed and claim should itself be based on the matter disclosed.
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Invention Disclosure Form

For Internal usé:

IDF No: IDF- Request Date:

To be filled out by the inventor

While: filing out this formal, please be guided by tho (hypothatical) examplas i groyitalics, of an Elactic Bulb™
&5 an imvention - undar sach heading, which are meant fo haip the inventor disciose the iméention for the
puposes of draftng & Palent speciication

Notg: Answer gach quastion separataly under the space provided in sufficient delall, regardiess of whothar or npt .
tho questionanswar sooms rapotitve A
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So, this the disclosure is important because the claims are drafted or carved out of the
disclosure. We had just mentioned that, invention disclosure form is one way in which
you can capture the disclosure from an inventor. Now, here in front of you there is a
typical invention disclosure form, you can just have a look at this now this form has to be

filled by the inventor.
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Note: Answer each question sepavately under the space provided in sufficient delai, regardiess of whether or not
the questionianswey seems repelirve,

PART - A: CONTACT INFORMATION

Name of the Main Inventor:

Nationality: '
Official Designation:

Mobile Number(s):

Email id:

Address for Communication:

U L

PART - B: INFORMATION FOR PATEN

1. Title of the Invention.
BN gfl-AGRD I aPROIARN0 LM

So, there is part a which has the contact information , name of the invention, main
inventor, if there are multiple inventors they have to be mentioned nationality, because
your residents can determine certain rules of filing, official designation, contact

information and address.
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PART - B: INFORMATION FOR PATEN

1. Title of the Invention.
2. What technical field does your proposed invention belong to?
3. Briefly define or describe your invention in 2 to 5 sentences.

4. |dentify (briefly) those aspects of your invention that are;
() NOVEL i.e.. such aspects that have mever been known, published, made or nsed

(BJINVENTIVE (i . cither technically or economically superior to anything that has
been known, published, made or used anywhere in the world so far)
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Now, information about the patent title of the invention, which technical field the
invention belongs to brief description, the novel feature the, inventor feature and part c,
public disclosure and part prior art, whether the invention knows some prior art and and
you will find that, whether there are scientific publications or patent databases whether

they there are granted patents on it.
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PART - C: PUBLIC DISCLOSURE & PRIOR AR

1. Have you (the inventor/s) disclosed your invention to any other
person/s?

2. Have you (the inventor/s) personally carried out a prior-art search (of :
both - scientific publications and a Patent databases) to ascertain your
invention is novel and provides either a technically superior or more
economical solution than all others - If yes, to what degree?

3. Please provide a list of existing Publications and Patents (both granted
and Applications pending) that might be (a) very similar to your
invention and/or (b) which you apprehend might confront your .
invention alleging infringement or lack of inventive step. & :§
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And part D, you could ask for this is entirely an additional information, which some
disclosure forms may request from the inventor market valuation and licensing. What
was the problem that the invention solved? What are the existing solutions? Have the
existing solutions been successful? What does the your invention seek to address? And to

what extent it seeks to address an existing problem? The general features that are
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1. What problem/s does your invention seek to solve.

2. What are the existing solutions (that have already been created/
published/ patented), that try to solve the problem in question? And
what are their respective drawbacks/shortcomings/deficiencies?

3. Have they (i.e., the exiting solutions) been successful? To what degree \
vis-a-vis your invention?

4. To what extent does your invention seek to address relevant problem(s)
and how is it better than existing solutions?

5. What are the general features that are common to your invention and
other comparable/similar gadgets/machines/compositions/entities
existing today?
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common to your invention.
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Specific features, that distinguish your invention now the specific features is, where we

try to understand the inventive features and the ones that have to be patented, that has to

be claimed.
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6. What are the Specific features (positive and negative) that distinguish
your invention from other comparable/similar gadgets, machines,
compositions, entities existing today?

7. How does your invention solve the problems it targets? Please provide
at least one DETAILED working example/version of the invention with
specifications as to quantity, quality of material used, key concepts at
work, their operation & functions and other applicable factors (such as
temperature, pH, tonicity etc.,} that influence the desired results, and
also the primary and secondary uses of each such example/version of

8. Have you made a working- (or at least a mock-up-) prototype of the
invention, to be displayed (subject to an NDA) to prospective
licensees/buyers? Yes [ No
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So, understanding the general features and the specific features will be critical, because
based on that you will be using that input and drafting your claim. Working of a working
example of the invention, now is there a prototype of the invention, if it is not possible is
there a visual representation say, a drawing and whether the invention has been

commercially exploited and whether it has been exploited abroad.
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9. Incase a prototype is not possible/applicable, have you made a visual
representation (animation, PPT presentation etc.,) of your invention; to
be displayed (subject to an NDA) to prospective licensees/buyers?

Yes [ No

10.  Does your invention have the potential to be commercially exploited in \
India? if yes, name at least 3 prospective companies (buyers), you
reasonably presume would be interested in your invention.

11, Does your invention have the potential to be commercially exploited
abroad? - if yes, name the top 5 countries and at least 2 prospective
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11,  Does your invention have the potential to be commercially exploited
abroad? - if yes, name the top 5 countries and at least 2 prospective
companies in each country, you reasonably presume would be
interested in your invention,

12.  Are you already in a dialogue with a prospective licensee/buyer? If yes,
please provide details.
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And whether there are any dialogue or whether the inventor had made any disclosure to

prospective buyers and licenses.



